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IN THE 


United States Court of Appeals 

for the District of Columbia 
No. 8236 

Civil Action No. 13,562 in the District Court of the TjJnrted 
States for the District of Columbia. 

WILLIAM W. ROBINSON, Jr., 4270 Creed Avenue, 

Los Angeles, Calif. 

THE TEXAS COMPANY, 135 East 42nd Street, New 

York, N. Y., Appellants, 
v. 

TRUMAN B. WAYNE, Sterling Building, Houston, Texas 
GEORGE EDWARD CANNON, 3114 Pittsburgh Street, 

Houston, Texas 

STANDARD OIL DEVELOPMENT COMPANY, 

26 Broadway, New York, N. Y., Appellees. 

Appeal from the District Court of the United States for the 

District of Columbia. 

BRIEF FOR APPELLANTS. 

To the Honorable the Chief Justice and Associate Justices 
of the Court of Appeals: 

INTRODUCTION AND JURISDICTIONAL 
STATEMENT. 

Appellants Robinson, Jr. and his assignee, The Texas 
Company, appeal from an order of the District Couij-t of 
the District of Columbia (Appellants’ App. p. 18) dismiss- 
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ing an action brought by them under Revised Statutes, Sec¬ 
tion 4915 against appellees Truman B. Wayne, George 
Edward Cannon and his assignee, Standard Oil Develop¬ 
ment Company*, Civil Action No. 13,562 and denying leave 
to amend to include Wayne’s exclusive licensee, Visco 
Products Company as a party defendant. The case comes 
to this Court on the pleadings, the order of dismissal having 
followed a petition by Wayne, specially appearing for dis¬ 
missal of the bill of complaint on jurisdictional grounds 
(Appellants’ App. pp. 9-12). Cannon and Development Co. 
were served (Appellants’ App. pp. 7-8) but did not appear 
or answer. 

General jurisdiction of the District Court is given by 
Revised Statutes, Sec. 4915, U. S. C. Title 35, Sec. 63 (infra. 
pp. 6, 7) over suits brought by a party of an interference 
in the United States Patent Office who has been denied his 
patent, the purpose of the suit being that the party bring¬ 
ing the suit be adjudged to be entitled to his patent. As 
appears from the Bill of Complaint below (Appellants’ 
App. pp. 1-5), appellant Robinson and appellees Wayne and 
Cannon were parties to a three-party interference in the 
Patent Office involving all the claims, the right to which is 
to be adjudged in the action below. Wayne was awarded 
priority in the Patent Office as to all but two of the claims 
of the interference, and Robinson as to the remaining two 
(Appellants’ App. pp. 3-4). Appellants Robinson and his 
assignee brought the action below under R. S. Sec. 4915, 
naming as defendants both adverse parties competing for 
the same claims in the Patent Office interference, Wayne 
and Cannon, and Cannon’s assignee, Development Co. 
(Appellants’ App. pp. 2-3). 

Jurisdiction in the District Court for the District of 
Columbia rests on the Act of March 3, 1927, U. S. C., Title 
35, Sec. 72a (infra, p. 7), which provides that in a suit 
under R. S. Sec. 4915, when there are adverse parties re¬ 
siding in different jurisdictions not embraced in the same 


* Standard Oil Development is hereinafter referred to as Development Co. 
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State, the District Court for the District of Columbia shall 
have jurisdiction. In this case, Wayne, on of the adverse 
parties in the interference, resides in the Southern District 
of Texas (Appellants’ App. p. 2). Development Co. is 
the assignee of the whole interest of Cannon, the other 
adverse party in the interference (Appellants’ App. pp. 
2-3) and is therefore an adverse party. Development Co. 
can be reached only in Delaware, where it is incorporated, 
or in the Southern District of New York, where it has a 
place of business (Appellants’ App. pp. 2-3). Since Wayne 
and Development Co., both adverse parties, reside : n dis¬ 
tricts not embraced within the same State, the jurisdiction 
of the District Court for the District of Columbia attaches. 

The jurisdiction of this Court on appeal arises from the 
general statutes, U. S. C., Title 28, Sec. 225 and Code, Dist. 
Col., Title 18, c. 2, Sec. 26 (infra pp. 7, 8), giving this Court 
the power of review of final orders of the District Court for 
the District of Columbia. The order of the Court below, 
dismissing the Bill of Complaint, is clearly a final order. 
The denial of the right to amend to add Wayne’s exclusive 
licensee, Visco Products Co., as a party defendant, is final 
in effect in its omission of an indispensable party. Both 
orders are therefore reviewable by this Court. 

STATEMENT OF THE CASE. 

This case involved in this appeal is a suit in equity (Civil 
Action No. 13,562) filed on November 6, 1941, under R. S. 
Sec. 4915 U. S. C., Title 35 Sec. 63). It arises out of a three- 
party interference* in the United States Patent Office which 
involved, as to all three parties, each of the claims in issue 
in this cause. The interference involved (1) an application 
of appellant Robinson, residing at Los Angeles, California, 
filed May 17, 1935, which application is wholly assigned to 
appellant The Texas Company, a corporation of Delaware; 

* The pertinent allegations of the bill are here summarized. They nakc up 
substantially the entire bill of complaint, which appears in the Appendix, 
pp. 1-5. 
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(2) an application of appellee Cannon, residing at Houston, 
Texas, filed November 28,1936, which application is wholly 
assigned to appellee Development Co., a corporation of 
Delaware, having a regular and established business in the 
City of New York, New York; and (3) an application of 
appellee Wayne, a resident of Houston, Texas, filed March 
27, 1936, which application is not assigned. 

The interference involved seventeen counts (Appellants’ 
App. p. 3). Priority of invention of counts 7 and 8 was 
awarded to appellant Robinson. Priority of invention of 
the remaining fifteen counts was awarded to Wayne (Ap¬ 
pellants’ App. p. 3). Each of the parties appealed, and the 
decision of the Examiner of Interferences was affirmed by 
the Board of Appeals in a decision dated August 4, 1941 
(Appellants’ App. p. 4). 

Thereupon appellant Robinson on September 19, 1941, 
filed a Notice of Appeal to the United States Court of Cus¬ 
toms and Patent Appeals. On October 8, 1941, appellee 
Wayne filed with the Commissioner of Patents a Notice of 
Election under R. S. Sec. 4911 to have further proceedings 
in the interference conducted under R. S. Sec. 4915 (Ap¬ 
pellants’ App. p. 4). The appeal to the United States Court 
of Customs and Patent Appeals was thereupon dismissed 
by that Court on October 31, 1941, and the suit involved 
here was brought in the District Court for the District of 
Columbia on November 6,1941. 

On December 6, 1941, John H. Bruninga, as attorney for 
appellee Wayne and his exclusive licensee, Visco Products 
Company, filed a petition (Appellants’ App. pp. 9-12) set¬ 
ting forth that Wayne is, as set forth in the Complaint, a 
resident of Houston, Texas and admitting service on 
Wayne, stating (Appellants’ App. p. 10): 

“6. That a copy of the Bill of Complaint, together 
with a copy of a Summons in the above entitled cause, 
was handed said Truman B. Wayne at Houston, Texas, 
on November 17, 1941, but that no such copy was 
handed Visco Products Company. That neither said 
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Truman B. Wayne nor Visco Products Company have 
been served with any legal process in the above entitled 
cause, and that neither said Truman B. Wayne nor 
Visco Products Company has entered its appearance 
in this cause.” 

This petition admitted the statements in the Bill of Com¬ 
plaint with regard to the interference proceedings and its 
outcome. It also stated that Visco Products Company is 
the exclusive licensee under the application of Wayne in¬ 
volved in the interference proceedings and in the suit (Ap¬ 
pellants’ App. p. 9). The petition concluded by denying 
jurisdiction of the Court below over Wayne or his exclusive 
licensee and prayed dismissal of the Bill of Complaint (Ap¬ 
pellants’ App. pp. 11-12). 

On or about December 13,1941, a stipulation was entered 
into (Appellants’ App. p. 12) reciting: “* * # the defen¬ 
dant Truman B. Wayne, by counsel, having entered a spe¬ 
cial appearance * * This stipulation was signed by 
Bruninga on behalf of Truman B. Wayne. 

On December 24, 1941 appellants filed an opposition to 
the petition of Bruninga, and in this included a prayer for 
leave to amend the Bill of Complaint to include Visco 
Products Company as a party defendant (Appellants’ App. 
p. 13). With this paper they served and filed their pro¬ 
posed amendment to the Bill of Complaint setting forth, on 
information and belief, that Visco Products Company is, 
and was prior to the institution of the action, the exclusive 
licensee of the Wayne application involved, and adding 
Visco Products Company as a defendant (Appellants’ App. 
pp. 13-14). 

After oral hearing a memorandum (Appellants’ App. p. 
14) was filed by Judge Bailey on February 5, 1942, re¬ 
ferring to his opinion filed in the companion case No. 13,561 
(see Appeal No. 8235) (Appellants’ App. pp. 15-16) which 
held that Wayne had appeared specially and then stated: 


“On the question of jurisdiction I agree wi 
dissenting opinion in the case of Nachod et al., v. 


h the 
Auto- 
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matic Signal Corp., 105 Fed. 2nd 981 and 984, to the 
effect that an exclusive licensee is not an ‘adverse 
party 7 , within the meaning of Sec. 72(a), U. S. C. A. 

“The motion to dismiss the complaint should be sus¬ 
tained and leave to file the amended complaint denied.” 

A motion for reconsideration and rehearing was filed by 
appellants on February 12, 1942. An order was entered 
on March 13, 1942, dismissing the Bill of Complaint and 
denying leave to amend the Complaint (Appellants 7 App. 
p. 18). At the same time an order was entered denying 
the motion for reconsideration and rehearing. 

Cannon and Development Co., although served, (Appel¬ 
lants’ App. pp. 7-8), did not appear or answer. 

STATUTES INVOLVED. 

The pertinent portions of the statutes involved in this 
Appeal and upon which it is based, are as follows: 

Revised Statutes, Sec. 4904, as amended by Act of March 
2,1927, 44 Stat. 1335 (U. S. C. Title 35, sec. 52), hereinafter 
designated “R. S. Sec. 4904.” 

“Sec. 4904. Whenever an application is made for a 
patent which, in the opinion of the Commissioner, 
would interfere with any pending application * * * he 
shall give notice thereof to the applicants, * • * and 
shall direct the Primary Examiner to proceed to de¬ 
termine the question of priority of invention. And the 
Commissioner may issue a patent to the party who is 
adjudged the prior inventor, unless the adverse party 
appeals from the decision of the Primary Examiner, 
within such time, not less than twenty days, as the 
Commissioner shall prescribe.” 

Revised Statutes, Sec. 4915, as amended by Act of March 
2, 1927, 44 Stat. L. 1335 and Act of March 2, 1929, 45 Stat. 
L. 1476 (U. S. C., Title 35, Sec. 63), hereinafter designated 
“R.S. Sec. 4915”. 

“Sec. 4915. (U. S. C. Title 35, Sec. 63) Whenever 
a patent on application is refused by the Commissioner 
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of Patents, the applicant, unless appeal has been taken 
from the decision of the Board of Appeals to the 
United States Court of Customs and Patent Appeals, 
and such appeal is pending or has been decided, in 
which case no action may be brought under this sec¬ 
tion, may have remedy by bill in equity, if filed within 
six months after such refusal; and the court having 
cognizance thereof, on notice to adverse parties and 
other due proceedings had, may adjudge that such ap¬ 
plicant is entitled, according to law, to receive a patent 
for his invention, as specified in his claim or for any 
part thereof, as the facts in the case may appear. And 
such adjudication, if it be in favor of the right o^ the 
applicant, shall authorize the Commissioner to issue 
such patent on the applicant filing in the Patent Office 
a copy of the adjudication and otherwise complying 
with the requirements of law * 


* >> 


The two sections above have been further amended^ but 
are quoted in the form in which they affect the present 
case. 

Act of March 3, 1927, 44 Stat. L. 1394 (U. S. C. Title 35, 
Sec. 72a), hereinafter designated the “Act of March 3, 
1927.” 

“And upon the filing of a bill in the District (j 


ourt 

of the United States for the District of Colujnbia 

* of 

•), 
that 


w’herein remedy is sought under section 4915 * 
the Revised Statutes (U. S. C., Title 35, Sec. 63 
without seeking other remedy, if it shall appear 
there is 


adverse parties residing in a plurality 
of districts not embraced within the same StateJ the 
court shall have jurisdiction thereof and writs shall 
unless the adverse party or parties voluntarily make 
appearance, be issued against all of the adverse parties 
with the force and effect and in the manner set forth 
in this section (Sec. 113 of Title 28, U. S. C.): 




Act of February 13, 1925, (43 Stat. 936, c. 229); U. S. C., 
Title 28, sec. 225; hereinafter referred to by its Code desig¬ 
nation : 

“Sec. 225. The circuit courts of appeal shall have ap¬ 
pellate jurisdiction to review by appeal final decisions— 
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“First. In the district courts, in all cases save where 
a direct review may be had in the Supreme Court un¬ 
der section 345 of this title.” 

Act of February 9, 1893, c. 74, sec. 7 (27 Stat. 437); as 
amended March 3, 1901, c. 854, sec. 226 (31 Stat. 1225), 
March 3, 1921, c. 125, sec. 12 (41 Stat. 1312); Code of the 
District of Columbia, Title 18, c. 2, sec. 26, hereinafter re¬ 
ferred to by its Code designation: 

“26. Any party aggrieved by any final order, judg¬ 
ment or decree of the district court of the United 
States for the District of Columbia, or of any justice 
thereof, may appeal therefrom to the said court of ap¬ 
peals; and upon such appeal the court of appeals shall 
review such order, judgment, or decree and affirm, re¬ 
verse or modify the same as shall be just, * * # ” 

STATEMENT OF POINTS RELIED UPON IN THIS 

APPEAL. 

1. The two parties, Wayne and Cannon, who were opposed 
to appellant Robinson in the Patent Office interference on 
all claims in issue here, are adverse parties in an action 
under R. S. Sec. 4915 and therefore indispensable parties 
to the action. Cannon’s assignee, Standard Oil Develop¬ 
ment Co., stands in Cannon’s place and is likewise an in¬ 
dispensable party. 

2. Since Standard Oil Development Co. and Wayne re¬ 
side in different districts “not embraced within the same 
State”, the court below had jurisdiction of the cause as to 
all parties under the Act of March 3,1927 and erred in dis¬ 
missing the complaint. 

3. The jurisdiction of the court below was not affected or 
lost by the failure of Standard Oil Development Co. and 
Cannon to appear and answer, and hence the dismissal of 
the complaint was in error. 

4. The exclusive license of Wayne, Visco Products Co., 
is an indispensable party, and the denial of the motion to 
amend the complaint by making Visco Products Co. a party 
defendant was in error. 
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testing 
The 


SUMMARY OF ARGUMENT. 

A. The statutes and the nature of an action under R. S. 
Sec. 4915 require that all parties competing in the Patent 
Office interference be present. R. S. Sec. 4915 requires 
notice to adverse parties and the adverse parties con 

for the claims with the winner in the Patent Office. 

1 

rights of all the contesting parties should be adjudicated in 
one action, since otherwise each of the losing parties in an 
interference with three or more parties could bring sep¬ 
arate actions against the winner, and possibly succeed, with 
the patently absurd result that more than one party might 
be judged entitled to the same claims. 

The nature of the action also requires that all contesting 
parties in the Patent Office Interference be present. The 
interests of the public require that each contesting party in 

dverse 


bring- 


action 
as the 


the interference be made a party, since each is an a 
party and has been found by the Patent Office to h|ive an 
interest in the subject matter adverse to the party 
ing the suit. 

Hence, where there has been a three-partv interference 
in the Patent Office, and one losing party brings an 
under R. S. Sec. 4915, the other losing party as well 
winning party, is an adverse party and an indispensable 
party to the action. Both Cannon and Wayne are “adverse 
parties” with respect to plaintiffs in the present action. 

B. In a suit under R. S. Sec. 4915, the assignee of the 
entire rights to a patent application involved in the pro¬ 
ceeding stands in the place of its assignor. Cannori’s ap¬ 
plication was wholly assigned to Development Co. De^elop- 

indis- 
in an 


ment Co. is therefore an “adverse party”, and an 
pensable party in the 4915 action arising as to claim^ 
interference to which Cannon was a party. 


C. The Act of March 3, 1927 gives the District Coi^rt for 


the District of Columbia jurisdiction of an action 


under 


R. S. Sec. 4915 when there are adverse parties “residing 
in a plurality of districts not embraced within the same 
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State.” Wayne and Cannon’s assignee, Development Co., 
are adverse parties in the 4915 Action here involved. Since 
Wavne resides in the Southern District of Texas and Do- 
velopment Co. can be reached only in Delaware or New 
York, the Court below has jurisdiction of the suit, and its 
dismissal was erroneous. 

D. The Court below did not lose that jurisdiction by 
mere default of Development Co. and Cannon, and their 
failure to appear and answer. 

E. The dismissal of the bill of complaint is a final order 
and is appealable. 

F. Visco Products Company is the exclusive licensee 
under Wayne’s application involved in the interference. As 
to all claims involved in the interference, it has rights of use 
exclusive of all others, and these rights are derived from 
Wayne. It loses them if appellants succeed and Wayne 
loses his claims. Visco Products Company therefore has a 
vital interest adverse to appellants and is an indispensable 
party. It should be made a party to the suit and its absence 
would prevent the adjudication of the right of appellants to 
a patent. 

Gr. The denial of the motion for leave to amend to add 
Wayne’s exclusive licensee as a defendant excludes from 
the action an adverse and indispensable party. Absence of 
the exclusive licensee therefore would nullify the entire ac¬ 
tion. The order denying the right to amend is therefore 
final in its nature and is appealable. 
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ARGUMENT. 

Introduction. 

The primary question involved in this appeal is: Who 
are the adverse parties in an action under R. S. Sec. 4915 
arising out of a Patent Office Interference involving more 
than two parties in the Patent Office? If, as contended by 
respondent Wayne, only the victorious party in the; Patent 
Office is an adverse party, then this suit could have been 
brought only in the jurisdiction in which Wayne is found, 
the Southern District of Texas. However, we subunit that 
it is clear both from the Statutes and the nature: of the 
action involved that each of the other interfering parties in 
the Patent Office is an adverse party and that the contention 
of respondents is entirely erroneous. 

A. All of the Parties of the Interference in the Patent 
Office Other Than the One Bringing the Suit Are “Ad¬ 
verse Parties” in an Action Under R. S. Sec. 4915.* 

An action under R. S. Sec. 4915 is sui generis, it arises 
only after the final tribunals in the Patent Office, either in 
the prosecution of an application or in an interference pro¬ 
ceeding, have decided that an applicant is not entitled to the 
grant of a patent. It is a review of the proceedings in the 
Patent Office for the purpose of securing a reversal of the 
conclusions there reached, and to authorize the Commis¬ 
sioner of Patents to grant the patent which he has hitherto 
refused. Although it is a review of the Patent Office action, 
it is not an appeal, but a proceeding de novo, General Talk¬ 
ing Pictures Corp. v. American Tri-Ergon Corp., 96 )B\ (2d) 
800, 812, C. C. A. 2,1938; Note 20 to Washington Terminal 
Co. v. Boswell et al., 124 F. (2d) 235,245, C. A. D. C., ^941. It 
is entirely a creature of Statute; and both the Statutes in¬ 
volved and the nature of the action make it clear that all of 


* That the assignee of a party to the Interference takes his place as an 
‘‘adverse party” is discussed below, pages IS, 19. Here we consider the situa¬ 
tion without reference to the assignee of Cannon. 
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the parties involved in the Patent Office interference other 
than the party bringing the action are “adverse parties.” 

R. S. Sec. 4915, which creates the cause of action, pro¬ 
vides for the remedy “by bill in equity” and further states 
that “the Court having cognizance thereof, on notice to ad¬ 
verse parties* and other due proceedings had” may adjudge 
the right of the applicant bringing the suit to receive a 
patent. That the Commissioner of Patents is not an ad¬ 
verse party in an action which arises out of an interference 
proceeding, was held by this Court in Coe v. Hobart Mfg. 
Co., 102 F. (2d) 270, 271. The Commissioner has held that 
the subject matter is allowable and that one of the parties 
is entitled to it; he has no further concern with the debate 
as to which of them receives it. As we shall show later, 
each of the other parties to the interference is concerned, 
and has rights that are involved. 

The reference to “adverse parties” in R. S. Sec. 4915 was 
not drawn out of thin air. It refers back to the Statute 
creating interferences, R. S. Sec. 4904; U. S. C., Title 35; 
Sec. 52 (supra, p. 6). That Statute provides for interfer¬ 
ences and for the determination of priority of invention 
therein, and then proceeds: 

“And the Commissioner may issue a patent to the party 
who is adjudged the prior inventor, unless the adverse 
party appeals from the decision of the Primary Exam¬ 
iner, within such time, not less than twenty days as the 
Commissioner shall prescribe.” 

Clearly this Statute applies, and has always been held to 
apply to situations in which more than two parties inter¬ 
fere; and in such situations, each of the losing parties is an 
“adverse party” having a right of appeal. In the interfer¬ 
ence giving rise to the present action, in which the interfer¬ 
ing applicants were Robinson, Cannon and Wayne, both 
Robinson and Cannon appealed from the award of priority 
to Wayne (Sec. 13, Bill of Complaint, Appellants’ App. p. 4; 
Bruninga’s Petition Sec. 7, Appellants’ App. p. 10). 


•Emphasis ours throughout. 
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It is submitted that the conclusion is inescapable that all 
the interfering parties contesting- for priority are “adverse 
parties’ with respect to one another. With respect to any 
one of them seeking the right to the patent, each of the 
others, whether he won or lost priority in the Patent Office 
has presented an adverse claim to the patent, and is an “ad¬ 
verse party”. In Uazeltine Corporation v. White, E. D. 
New York, 2 F. Supp. 94 (Aff. 68 F. (2d) 715), a four party 
interference was involved. Suit was brought by the as¬ 
signee of one party against the winning party, White. Com¬ 
menting on the absence of the other interfering parties, 
Daley and Roberts, the Court said (p. 95): 

“The question narrows itself to this: Do the rights 
accruing to Daley and Roberts under section 4915, to 
bring suit similar to the cause instituted by plaintiff, 
make them adverse parties within the meaning of the 
section? If this Court has jurisdiction of the present 
suit, it likewise would have jurisdiction in the suits 
which might be brought by Daley and Roberts against 
White. Conceivably, if the three causes, instead of one, 
were tried, it would be possible to reach the ridiculous 
conclusion that Trube was earlier than White, and, 
therefore was entitled to the patent; that Daley was 
prior to White, and that he was entitled to a patent; and 
thirdly that Roberts was prior to White, and that he was 
entitled to a patent. Thus this Court would be certifying 
to the Commissioner of Patents in effect, if such pro¬ 
cedure were followed, that each of the unsuccessful par¬ 
ties was entitled to a patent as against White. The re¬ 
sult is a legal absurdity.” 

“Hence it must be concluded that so long as Daley 
and Roberts have the right afforded by section 4915, 
they are adverse parties within the meaning of the law. 
Cleveland Trust Co. v. Nelson (D. C.) 51 F. (2d) 276. 
Of course, this Court should not entertain jurisdiction 
in the absence of such indispensable parties. Ettenberg 
v. Blair (D. C.) 36 F. (2d) 989.” 

Similarly, in the present case, Cannon (or his assjgnee) 
has the same right to bring an action against Wayne as do 
appellants. If this could be done in the absence of ^ppel- 
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lants, and were successful, the same absurd situation would 
arise as was indicated by the Court in the Hazeltine case. 
Obviously, neither appellants nor Cannon could be adjudged 
entitled to a patent on the claims involved without affecting 
the interests of the other, as well as of the winning party 
Wayne. 

The term “adverse parties” is also used in the Act of 
March 3, 1927, which provides that when there are adverse 
parties residing in a plurality of districts not embraced 
within the same State the District Court of the United 
States for the District of Columbia shall have jurisdiction. 
The very purpose of this Act was to enable the party bring¬ 
ing the suit to bring into the proceedings all who might be 
making claims to rights under, or ownership of the same in¬ 
vention. As stated in Underwood, Interference Practice, 
1928, § 164, pages 418-9: 

“In attempting to obtain a patent under R. S. 4915 
where three or more parties were involved, great diffi¬ 
culty was experienced in obtaining jurisdiction of the 
defendants where they resided in different States. 
Since all parties in interest, which includes assignees, 
are necessary parties, it is often found that the defen¬ 
dants reside in different States. It is believed that the 
amendment to section 52 of the Judicial Code of March 
3,1927, cures this difficulty. If all the defendants reside 
in the same State, the suit under this section must be 
brought in the district in which they reside and not in 
the district in which the plaintiff resides. If the defen¬ 
dants reside in different States or in foreign countries, 
the suit will be brought in the Supreme Court of the 
District of Columbia.” 

We submit it was clearly the intent of the Statutes that 
one proceeding should determine all the questions involved 
between all of the contestants for the patent privilege; and 
this was the obvious reason for requiring notice to all “ad¬ 
verse parties” and for the provisions of the Act of March 3, 
1927 making it possible to bring all the adverse parties into 
one Court, that of the District of Columbia. 
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Futhermore, the nature of the action under R 


S. Sec. 


4915 requires that all of the contestants for priority in the 
Patent Office be brought into Court in the one action. As 
pointed out in Coe v. Hobart Mfg. Co., supra, the Commis¬ 
sioner of Patents has decided that the subject matter in¬ 
volved is patentable. Each of the parties has been held to 
have an adequate basis for the claims on which he seeks his 
patent. The Commissioner of Patents has decided i:he ques¬ 
tion of priority in favor of one of the parties. In the 4915 
action, a losing party appears before the Court and asks, de 
novo, that he be adjudged to be entitled to the patent on 


that subject matter. It was stated in Butterworth, 
1S84, 112 U. S. 50, 59; 28 L. Ed. 656, 659: 


“ ... in every grant of the limited monopoly 
terests are involved, that of the public, who 
grantors, and that of the patentee. There are 
parties to every application for a patent, a 
when, as in the case of interfering claims or 
other private interests compete for preference 


v. Hoe, 

two in- 
are the 
hus two 
more, 
patents, 


nd 


yy 


Consequently, in determining whether a complainant in a 
4915 action is entitled to the patent, the Court must adjudi¬ 
cate that the complainant is entitled to his patent not only 
with respect to the interests of the public but also with re¬ 
spect to those of all of the other contesting parties. It would 
hardly serve the interests of the public in a case suqi as this 
to determine that the complainant is entitled to a patent as 
against the interests of only the winning party in the inter¬ 
ference without considering also the interests of £.11 other 
parties, held by the Commissioner of Patents to have an in¬ 
terfering right. 

The very question involved has been specifically consid¬ 
ered by the Court of Appeals of the Second Circuit in Hazel- 
tine Corporation v. White, 68 F. (2d) 715 (1934). In that 
case, there had been a four party interference in the Patent 
Office between an application of White; an application of 
Trube, assigned to Hazeltine Corporation; an application of 
Roberts, assigned to Radio Corporation of America and an 
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application of Daley, assigned to Research Products Corpo¬ 
ration. The suit was brought by Hazeltine Corporation, as 
assignee of Trube, against White in the Eastern District of 
New York, \Vhere White resided. The assignees of Roberts 
and Daley Oould not be reached in that jurisdiction. The 
Court said (pages 716-17): 

“Any decree which authorized the issuance of the pat¬ 
ent to one party to the suit would to the same extent 
deny the right of adverse parties to the patent, whether 
they were present or absent. The only difference would 
be in the effect to be given the decree as applied to absent 
adverse parties. The interests of all of the owners of 
applications for a patent are inseparable from the right 
to the patent itself and so inseparable from each other. 
No one is ever to be granted a patent simply by showing 
that another is not entitled to it. The basis of the grant 
is the statutory proof of a right, as against all the world, 
to a monopoly created by statute. Before the patent is 
issued no one has that monopoly. The appellant cannot 
obtain it in this suit from White. All it could do, at 
most, would be to preclude White from ever obtaining 
it from the government. Only in the sense that a de¬ 
cree in this suit would be futile to establish the right of 
anyone to a patent on the assumption that the Commis¬ 
sioner would not be authorized to issue it, can it be said 
that a decree can be made which does not affect the in¬ 
terests of the absent adverse parties, the Radio Corpo¬ 
ration and the Research Products Corporation. A de¬ 
cree which did authorize the Commissioner to issue the 
patent would ignore the right of the absent adverse par¬ 
ties to be heard, and leave the controversy in such a con¬ 
dition that its final determination might be contrarv to 
fundamental principles of equity and good conscience. 
The two corporate defendants are, therefore, indispen¬ 
sable parties. Shields et al. v. Barrow , 17 How. 130,15 
L. Ed. 158.” 

In Cleveland Trust Co. v. Nelson, D. C., E. D., Mich. 1931, 
51 F. (2d) 276, a 4915 action was involved which grew out 
of a three party interference involving an application of 
Nelson; an application of Berry, and an application of Jar- 
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dine, assigned to the Cleveland Trust Co. Berry had been 
awarded priority in the Patent Office. The court said (pp. 
277-8): 


“I cannot agree with the contention that there are in 
this suit neither present nor possible adverse parties. 
The plaintiff’s assignor was a defeated applicant for a 
patent before the Patent Commissioner and the Board 
of Appeals. The defendant Nelson is also a defeated 
applicant, whose interests were adverse to the plain¬ 
tiffs assignor. In this suit the interests of plaintiff 
and the defendant Nelson are clearly adverse. Berry is 
the successful applicant. It is idle to say that he is not 
an adverse party, because in this suit he nei ther does 
nor can seek affirmative relief. He won his case before 
the administrative tribunal. He is here defending his 
position. He does not require any relief. * * * He is 
an adverse party.” 

It is clear, we submit, that the language of the Statutes 
and the nature of the action require that all the interfering 
parties involved in the Patent Office proceedings, or their 
assignees, be regarded as adverse parties. Xo adjudica¬ 
tion that any one of them is entitled to a patent can be made 
without adversely affecting their interests, whether they 
won or lost in the Patent Office. 

In the interference which gave rise to this aqtion, the 
known contesting applicants at the time the Bill of Com¬ 
plaint was filed below were Robinson, Cannon anc}. Wayne. 
A fourth party, Ayers, had been in the interference as orig¬ 
inally declared (Complaint, Sec. 10, Appellants’ Aj^p. p. 3), 
but had dropped by the -wayside, failing to prosecute the 
interference and taking no appeal to the final tribunals of 
the Patent Office (Complaint, Secs. 12,13, Appellants’ App. 
pp. 3-4). 

Wayne received a final award of priority from the Patent 
Office as to fifteen of the seventeen claims involved in the 
interference, and appellant Robinson as to the remaining 
two claims. Each party appealed and the awards of pri¬ 
ority were affirmed in the Patent Office. As to tie fifteen 
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claims awarded to Wayne, the essential subject matter in¬ 
volved in this action, Wayne is, of course, an adverse party. 
Since CannOn was adjudged in the Patent Office to have the 
right to make the claims, was an active contestant through¬ 
out the Patent Office proceedings, and had the same rights 
as did appellants to bring an action under R. S. Sec. 4915, 
he, or his assignee, is an “adverse party” and therefore an 
indispensable party in the action brought by appellants to 
have them adjudged entitled to the grant of the patent. It 
is submitted that the contention of appellee Wayne to the 
contrary is clearly erroneous. 

B. Standard Oil Development Company, the Assignee of 
the Entire Rights of Cannon, Stands in Cannon’s Shoes 
and Is Likewise an Indispensable Party to the Action 
Under R. S. Sec. 4915. 

Development Co., as alleged in Sec. 8 of the Bill of Com¬ 
plaint (Appellants’ App. pp. 2-3), is the owner of the Can¬ 
non application. Hence Development Co. stands in the 
shoes of Cannon, and if Cannon is an adverse party, Devel¬ 
opment Co. is likewise an adverse party and an indispens¬ 
able party to the suit. 

It is well settled that when an application for patent in¬ 
volved in an interference is assigned, the assignee becomes 
the real party in interest and an indispensable party in an 
action under R. S. Sec. 4915. Standard Oil Co. v. Pure Oil 
Co., D. C. Dist. of Col. 1937, 19 F. Supp. 833, 835. In 
Nakken Patents Corp. v. Westinghouse Electric <& Mfg. Co. 
et al., D. C., E. D. Penn. 1937, 21 F. Supp. 336, 337, Judge 
Maris said: 

“It may be conceded that the assignor of a patent is 
a proper party to a suit under Sec. 4915 R. S’, as 
amended, 35 U. S. C. Sec. 63; Armstrong vs. Langmuir 
(C. C. A.) 6 F. (2d) 369. We think it is clear, however, 
that Westinghouse, as assignee, is the only party actu¬ 
ally interested in the suit. Becker vs. General Chain 
Co. (C. C. A.) 273 F. 419”. 






19 


See also to the same effect, Pierce Foundation et at. v. 
Pcmberthy Injector Co., D. G\, D. Del., 1938, 22 F. Supp, 239; 
Hazeltine Cory. v. White, C. C. A. 2, 1934, 68 F. (2d) 715, 
717; Becker v. General Chain Co., C. C. A. 1, 1921, 273 Fed. 
419. 

It is submitted, therefore, that Development Co.,, the 
assignee of Cannon, is an indispensable party to this litiga¬ 
tion standing in the place that Cannon would have, if he 
had not assigned his application. Jurisdiction of the Court 
below under the Act of March 3,1927 depends upon this, as 
will now be pointed out. 

C. The Act of March 3,1927 Gives Jurisdiction of the 4915 
Action Here Involved to the District Court for the Dis¬ 
trict of Columbia, Since the Adverse Parties Wayne and 
Development Co. Reside in a Plurality of Districts; Not 
Embraced Within the Same State. 

The Act of March 3, 1927 provides that when ther<^ are 
“adverse parties residing in a plurality of districts, not 
embraced within the same State”, the United States Dis¬ 
trict Court for the District of Columbia has jurisdiction. 
We have shown that Wayne and Development Co. are “ad¬ 
verse parties”. Wayne resides in the Southern District of 
Texas. Development Co. can be reached only in Delaware 
or the Southern District of New York. Obviously, the 
requisites for jurisdiction under the Act of March 3, 1927 
are present. It is to be noted that no reasons for holding a 
lack of jurisdiction appear in the opinion tiled by the Court 
below (Appellants’ App. pp. 15-16). 

It is submitted that the dismissal of the Bill of Complaint 
was clearly erroneous. 
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D. Failure of One of the Parties Defendant to Appear and 
Answer Does Not Alter the Character of that Party as 
an Adverse Party and Does Not Cause the Court Below 
to Lose Jurisdiction. 

It has been argued below and will undoubtedly be argued 
here, that the failure of Development Co. or Cannon to 
appear or answer or otherwise plead below indicates that 
neither has an adverse interest in the matters at issue. "We 
submit that this contention is obviously specious. 

It is elementary that jurisdiction is tested by the situa¬ 
tion as it exists when the Bill of Complaint is filed (30 C. J. 
Sec., 430). As we have shown, Development Co. as assignee 
of Cannon, is clearly an indispensable party to this suit. 
Development Co. and Cannon were both named as defen¬ 
dants in the Bill of Complaint and were served. The Dis¬ 
trict Court for the District of Columbia having jurisdiction 
under the Act of March 3,1927, that jurisdiction is not lost 
merely because of the failure of Development Co. and Can¬ 
non to appear and answer, nor are they any the less adverse 
parties. 

Any other rule would lead to a clear absurdity. When a 
party who is sued and over whom the Court has acquired 
jurisdiction fails to appear and answer, it does not make 
him any the less a party, nor cause the Court to lose juris¬ 
diction. On the contrary, in a proper case* it may subject 
the defaulting party to a default decree. 

If the contention of Wayne be found correct, then in any 
case a defendant who has been sued can relieve himself of 
all liability under the complaint, and the Court of all juris¬ 
diction, by merely failing to appear. 

Clearly, the jurisdiction of the Court below having at¬ 
tached under the Act of March 3,1927 by reason of the fact 
that the indispensable parties Standard Oil Development 
Co. and Wayne reside in different jurisdictions in different 

# The Courts have held that in a 4915 Action, even the default of a party 
defendant does not entitle the plaintiff to a decree and the plaintiff is still 
under the necessity of establishing his rights to a patent, as against the de¬ 
faulting party (Davis et al. vs. Garrett, 152 Fed. 723, 724). This is as it 
should be to protect the interest of the public in such a situaton. 


* 
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States, it is not lost by the fact that one of the indispensable 
parties defaulted. 


E. The Order Dismissing the Bill of Complaint Is 
Order and Therefore Appealable. 


la Final 


The order entered by the Court below in this c^se is a 
dismissal of the Bill of Complaint (Appellants’ App. p. 18) 
and is therefore a final order. This Court therefore has 
jurisdiction of the appeal under its Statutory powers (U. 
S. C., Title 28, sec. 225; Code, Dist. of Col., Title 18, c. 
sec 26 supra pp. 7, 8.) 

F. The Exclusive Licensee of Wayne, Visco Produces Com¬ 
pany Is an Adverse Party. 

i 

The petition of Bruninga filed December 24, 1941 alleges 
in Paragraph 4 (Appellants’ App. p. 9) that Visco Prod¬ 
ucts Company, a Delaware Corporation with a p(lace of 
business in Houston, Texas, “is the exclusive licensee under 
said application for Letters Patent of the United States 
S. N. 71,179 filed March 27, 1936, and under all patents 
which may be granted for the subject matter of said appli¬ 
cation.” The specific application referred to is that of 
appellee Wayne, involved in the interference giving rise to 
this cause. Promptly on being advised by Bruninga’s peti¬ 
tion of the existence of an exclusive licensee, appellants 
presented a proposed amendment making Visco Products 
Company a party defendant and moved for leave to file this 
amendment (Appellants’ App. p. 13). 

It would appear obvious that an exclusive licensee is an 
“adverse party” within the meaning of the language used 
in K. S. Sec. 4915 and in the Act of March 3, 1927. An 
exclusive licensee has substantially all of the interests of 
the applicant within its exclusive field and its interest is 
wholly dependent on that of the applicant. 

The only reported decisions directly upon the subject 
appear to be those of the Second Circuit Court of Appeals 
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in Parker Rust-Proof Co. et al. v. Western Union Telegraph 
Co. et al., 105 F. (2d) 976, and Nachod et al, v. Automatic 
Signal Corporation et al., 105 F. (2) 981. In the former 
case, the Court (p. 978) pointed out that R. S. Sec. 4915 re¬ 
quires “notice to adverse parties”, irrespective of whether 
they are of record or not, and (p. 979) that an exclusive 
licensee necessarily has an interest in the outcome of the 
proceedings, and is an adverse party. Because the statute 
requires notice to adverse parties, the Court held the ex¬ 
clusive licensee to be an indispensable party in both of these 
cases. 

In the Parker Rust-Proof case, the defendant sought to 
defeat the suit on the ground that its exclusive licensee was 
an indispensable party and was outside the jurisdiction of 
the Court in which the suit was brought. The Court held 
that the exclusive licensee was an indispensable party, but 
the suit was not dismissed because of special circumstances 
arising out of the conduct of the licensee. In the Nachod 
case, defendant sought to defeat the suit because the exclu¬ 
sive licensee of the defendant by an unrecorded license had 
not been joined and the suit was dismissed. 

In his decision, Justice Bailey said (supra, pp. 5, 6): 

“On the question of jurisdiction I agree with the dis¬ 
senting opinion in the case of Nachod, et al. v. Auto¬ 
matic Signal Corp., 105 F. (2d) 981 and 984, to the ef¬ 
fect that an exclusive licensee is not an ‘adverse party’, 
within the meaning of Section 72(a), U. S. C. A.” 

This view would fully justify the original complaint, mak¬ 
ing Wayne a defendant and not joining the exclusive licen¬ 
see. However, without explaining his reasons for so doing, 
Judge Bailey continued: 

“The motion to dismiss the complaint should be sus¬ 
tained and leave to file the amended complaint denied.” 

It is submitted that Justice Bailey was in error and that 
Wayne’s exclusive licensee, Visco Products Company, is an 
indispensable party. Whether it is or is not does not affect 
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jurisdiction nor justify the dismissal of the complaint. The 
diversity of residence requisite for jurisdiction under the 
Act of March 3,1927 in no wise depends on the presence of 
the licensee, but depends on the diversity of residence of 
Wayne and Development Co. 

Under the Act of March 3,1927, Visco Products Company 
can be brought within the jurisdiction of the District Court 
of the District of Columbia by the amendment to the Bill 
and by service. If this is not done, appellants may suffer a 
serious loss of rights; for if the views of the Court below 
with regard to the status of the exclusive licensee as an 
“adverse party” are found to be erroneous by this Court, 
then the action may fail merely because of the lack of the 
exclusive licensee as a party. Since the proposed amend¬ 
ment to the complaint and the motion for leave to file it 
were filed in the Court below in ample time under the pro¬ 
visions of R. S. Sec. 4915, with service upon the attorney 
representing Wayne and Visco Products Company, :it is 
submitted that the amendment should have been allowed. 
The lack of Visco Products Company as a party defendant 
was in fact suggested by counsel for Wayne in his petition 
in Paragraph 3 (Appellants’ App. p. 9); and it is t|) be 
noted that in his petition he used this language: 

“Now, therefore, I, the said John H. Bruninga, pray 
leave to appear before this Court to enter my special 
appearance in this cause on behalf of said Truman B. 
Wayne and said Visco Products Company * * 

Appellee Wayne is in no position now to assert that 
Visco Products Company has no interest in this suit, when 
Visco evinced so great an interest as to have counsel ap pear 
specially for it to secure a dismissal of the Bill on jurisdic¬ 
tional grounds. 

It is submitted that the Court below should be reversed 
and the amendment allowed, making Visco Products Com¬ 
pany a party. 
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G. The Denial of the Motion for Leave to Amend to Add 
Wayne’s Exclusive Licensee as a Defendant Excludes 
From the Action an Adverse and Indispensable Party 
and Nullifies the Entire Action. The Order Denying 
the Right to Amend Therefore Is Final in its Nature 
and Is Appealable. 

As we have shown (supra, pp. 21-23), Wayne’s exclusive 
licensee, Visco Products Company, is an adverse party. 
Since the statute, R. S. Sec. 4915, requires notice to adverse 
parties without defining how their adverse interests are de¬ 
rived, the absence of the exclusive licensee would result in 
the defeat of the action, as was held in Nachod et al. v. Auto¬ 
matic Signal Corporation et al., supra. The result of the 
order denying leave to amend to include Visco Products 
Company as a party defendant is, therefore, final, since in 
effect it terminates the action, leaving appellants no ade¬ 
quate relief except by this appeal. 

The test of reviewability is whether, in effect, the order or 
decree determines this particular cause, or is final in its 
nature. Forgay et al. v. Conrad, 6 How. 201, 203; 12 L. Ed. 
404,405; Arnold v. U. S. for use of Guimarin & Co., 263 U. S. 
427, 434; 68 L. Ed. 371, 375; Weston v. Charleston, 2 Peters, 
449, 465; 7 L. Ed. 481, 487. As stated in Odell v. Batterman 
Co., 223 Fed. 292, 295, C. C. A. 2, 1915: 

“Under the decisions an adjudication is a final appeal- 
able order if it involves a determination of a substantial 
right against a party in such a manner as leaves him no 
adequate relief except by recourse to an appeal.” 

The order excludes an adverse party from the suit. The 
statute requires proper notice to adverse parties in order 
that there may be an adjudication of appellants’ right to a 
patent. In order that the cause of action may not be de¬ 
feated, we submit that Visco Products Company must be 
present. 

We have pointed out that in the Nachod case, supra, the 
absence of the exclusive licensee as a party to the interfer¬ 
ence was held to defeat the action. In Odell v. Batterman, 
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supra , a somewhat similar situation was involved. There 
the lower court refused to permit a suit to be brought .join¬ 
ing a tenant in receivership and his receivers as defendants, 
but permitted it only as to the tenant. The state laws re¬ 
quired, in effect, that the tenant and receivers be joined in 
such a suit. Pointing out that the action would fail in the 
state court if the receivers were not joined, the Court of 
Appeals found that the effect of the order was to leave the 
appellant without relief and therefore held the order final 
in character and appealable. 

Similar situations sometimes arise in connection with pe¬ 
titions for intervention. Denials of such petitions are in 
general not appealable; but when intervention is essential 
for the preservation of the rights of the parties, orders 
denying leave to intervene are appealable. (United States 
v. Radice et al ., 40 F. (2d) 445, C. C. A. 2,1930). 

We submit that here the inclusion of Wayne’s exclusive 
licensee as a party defendant is essential for the preserva¬ 
tion of appellants’ rights under E. S. Sec. 4915 and that the 
order is therefore final and appealable. 
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CONCLUSION. 

We submit that the order of the Court below dismissing 
the Bill of Complaint should be reversed. 

We submit also that the order denying leave to amend to 
add Wayne’s exclusive licensee, Visco Products Company, 
as a defendant is final in effect and is appealable; and that 
it should be reversed. 


Benjamin B. Schneider, 
105 West Addams Street, 
Chicago, Illinois. 


Lee B. Kemox, 

1331 G Street, 
Washington, D. C. 
Attorneys for Appellants. 
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Of Counsel. 
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APPENDIX 

1 Bill of Complaint 

Filed November 6, 1941.) 

To the Honorable Judges of the District Court of the 
United States for the District of Columbia. 

The Plaintiffs herein for their bill of complaint stajte: 

Jurisdiction 

I 

1. That this action arises under United States CodeJ Title 
35, Sec. 63 (Revised Statutes, Sec. 4915) as amended 

Parties 

2. That plaintiff, William W. Robinson, Jr., a resident of 
the City of Los Angeles, County of Los Angeles, State of 
California, is the inventor named in his patent application 

entitled “Preparation of Drilling Muds”, filed in the 

2 United States Patent Office on May 17, 1935, and 
bearing Serial No. 21,978, and is the original and first 

inventor of the invention disclosed and claimed in said ap¬ 
plication. 

3. That plaintiff, The Texas Company, is a corporation 
incorporated under the laws of the State of Delaware, and 
having a regular and established place of business at 135 
East 42nd Street, City of New York, County of New York, 
State of New York. 

4. That simultaneously with the execution of said appli¬ 
cation which was given Serial No. 21,978, the said William 
W. Robinson, Jr. duly executed and delivered to the corpo¬ 
ration then bearing the name, The Texas Company, which 
■was a corporation incorporated under the laws of the State 
of Delaware and a subsidiary of The Texas Corporation, 
then a corporation incorporated under the law T s of the State 
of Delaware, an assignment of the entire right, title a^id in¬ 
terest in and to the invention described in said application; 
that said assignment was duly recorded in the United States 
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Patent Office on or about October 23, 1937; that The Texas 
Company to which the invention described in said applica¬ 
tion was assigned, in order to facilitate a merger of The 
Texas Company into its parent, The Texas Corporation, 
duly executed and delivered to The Texas Corporation an 
assignment of all of The Texas Company’s right, title and 
interest in and to the invention described in said application; 
that under Section 59A of the Corporation Laws of the State 
of Delaware, The Texas Company was merged into The 
Texas Corporation on November 1, 1941, which latter cor¬ 
poration thereupon assumed the name, The Texas Company, 
and under this name is a plaintiff herein; profert of said 
assignments being hereby made. 

3 5. That defendant, Truman B. Wayne, upon infor¬ 

mation and belief is a resident of the City of Houston, 
County of Harris, State of Texas, and is the inventor named 
in the application for Letters Patent of the United States, 
Serial No. 71,179, filed March 27, 1936, for “Treatment of 
Drilling Fluids”, by said defendant Truman B. Wayne, who 
alleges himself to be the original and first inventor of the 
invention disclosed and claimed therein. 

6. That no other persons or organizations owning an in¬ 
terest in said Wayne application Serial No. 71,179 are at 
present known to plaintiffs, but if such persons or organiza¬ 
tions exist they are invited to appear and answer in this 
suit. 

7. That defendant, George Edward Cannon, upon infor¬ 
mation and belief is a resident of the City of Houston, Coun¬ 
ty of Harris, State of Texas, and is the inventor named in 
the application for Letters Patent of the United States, Se¬ 
rial No. 113,257, filed November 28, 1936, for “Metaphos¬ 
phates in Drilling Muds”, by said defendant George Ed¬ 
ward Cannon, who alleges himself to be the original and 
first inventor of the invention disclosed and claimed therein. 

8. That defendant, Standard Oil Development Company, 
is a corporation incorporated under the laws of the State of 
Delaware, has a regular and established place of business at 
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26 Broadway, City of New York, County of New York, State 
of New York, and, upon information and belief, is the pres¬ 
ent owner of the title to said application Serial No. 113,257. 

9. That no other persons or organizations owning an in¬ 
terest in said Cannon application Serial No. 113,257 are at 
present known to plaintiffs, but if such persons or organiza¬ 
tions exist they are invited to appear and answer in this suit. 

4 Grounds of Complaint 

10. That on or about July 30, 1936, the Commissioner of 
Patents declared an interference No. 73,171 between the 
aforesaid application of William W. Robinson, Jr., Serial 
No. 21,978, and the aforesaid application of Truman B. 
Wayne, Serial No. 71,179, and an application of Lorenz K. 
Ayers for “Method and Means for Controlling Drilling 
Muds”, Serial No. 83,834, filed June 6, 1936; and that on or 
about January 14, 1937 the aforesaid application of (Jreorge 
Edward Cannon, Serial No. 113,257, was added to the in¬ 
terference. 

11. That following the filing and determination 4f mo¬ 
tions, the interference ultimately proceeded upon tl|ie fol¬ 
lowing counts: 

Count 1. A drilling mud comprising a dispersion of clay 
in an aqueous solution of an alkali metal hexamet^phos- 
phate. 

(Counts 2 to 17 omitted.) 


5 12. That the plaintiffs presented to the Commis¬ 

sioner of Patents proof establishing that William W. 
Robinson, Jr. is the original and first inventor of the sub¬ 
jects matter of said interference as defined in the above 
counts, and after due proceedings had the Examiner of In¬ 
terferences in the Patent Office in a decision dated January 
30,1941 awarded priority as to Counts 1 to 6, inclusive, and 
9 to 17, inclusive, to Truman B. Wayne, and as to Counts 7 
and 8 to William W. Robinson, Jr. In the same decision, 
the Examiner of Interferences ruled that due to fail¬ 
ure to prosecute the interference, Lorenz K. Avers 
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could not prevail in the interference. A request for 
modification of the decision of the Examiner of Interfer¬ 
ences, or for a rehearing, filed by Truman B. Wayne, and a 
request for reconsideration and modification of the decision, 
filed by George Edward Cannon, were considered by the Ex¬ 
aminer of Interferences in a decision dated February 21, 
1941, but the holdings made in the decision of January 30, 
1941 were adhered to. 

13. That upon appeal taken by William W. Robinson, Jr., 
Truman B. Wavne and George Edward Cannon from the 
decision of the Examiner of Interferences, the Board of Ap¬ 
peals of the Patent Office in a decision dated August 4,1941 
affirmed the decision of the Examiner of Interferences. 

14. That the Commissioner of Patents has refused plain¬ 
tiffs a patent for the subjects matter of Counts 1 to 6, inclu¬ 
sive, and 9 to 17, inclusive, of said interference. 

15. That plaintiff, William W. Robinson, Jr., on Septem¬ 
ber 19,1941 filed wdth the Commissioner of Patents a notice 
of Appeal to the United States Court of Customs and Pat¬ 
ent Appeals from said decision of the Board of Appeals of 
August 4, 1941. On October 8, 1941 the defendant, Truman 
B. Wayne, filed with the Commissioner of Patents a notice 
of election under Revised Statutes, Sec. 4911 (United States 
Code, title 35, sec. 59a) to have all further proceedings in 
said interference conducted as provided in Revised Statutes, 
Sec. 4915 (United States Code, title 35, sec. 63), and on Oc¬ 
tober 31,1941 the United States Court of Customs and Pat¬ 
ents Appeals entered an order dismissing said appeal of 

the plaintiff, William W. Robinson, Jr. 

7 16. That plaintiff, William W. Robinson, Jr. verily 

believes himself to be the original and first inventor 
of the improvements described and claimed in his aforesaid 
patent application Serial No. 21,978, including the above 
counts of the interference. 

Wherefore plaintiffs pray this Honorable Court: 

1. To decree William W. Robinson, Jr. to be the original 
and first inventor of the subject matter of all of the counts 
of the interference. 
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II. To authorize and direct the Commissioner of Patents 
to issue to plaintiff, The Texas Company, as assignee of 
William W. Robinson, Jr., a patent including all of the 
counts of the interference. 

III. For costs and such further relief as equity may re¬ 
quire. 

WILLIAM W. ROBINSON, JR. 
THE TEXAS COMPANY 

By LEE B. KEMON 

Attorney for Plaintiffs 
1331 G Street, N.]W. 
Washington, D. C 

Bv R. J. DEARBORN. 

DANIEL STRYKER, 

135 E. 42nd St., New York, N. Y. 

Solicitors and of Counsel. 




























RETURN ON SERVICE OF WRIT 



jxaaqpaezz&j^^ 


3QCBQCC 


J ^ W /? Ps-4ms‘ a duly qualified fol 

District of ’TauS(J* u\ State of /hereby certify 

day cf l*^*-*^-^**^ 1941, I received the within summons; that I a 
within summons upon the Standard Oil Development Company on /) » • »■ < *« « ■ 
1941*. at / o'clock/ M., at >•</. by personally ha 

vAut^^'<6c-<-c<r" _ of said conpan - 


1/xca. /uL^^’<6c-«-c*r ' ^ of said company, y true/copy thereof, toge 
of plaintiffs’ complaint and made the contents' of the same known 
Standard Oil Development Company is a non-resident of the Distric 


m 


|r the 
that on the ? ?L 
erved the 

/oST 

nding w. b. Luvuju 
ther with a copy 7 
to him* Said 
t of Columbia. 


Marshal's Fxea 

Travel.. S. c ~ ..U. - 

Service. P °..... 

Subscribed and owom to before me, 



By 

Depvty United, 


day 
[• xal ] 




AAlZ/ 

"T 

Coo 

lw> 


GUct. this /%3 * 

*" " -> sn /V~\ y> 




by* 



ttea s United S y Manhm) er 1 



Ms do ys ty. 


Nora.—AWdartt rsqslrsd snlr If t "-loo is 














9 


10 Petition of John II. Bruninga for Leave to Appear 

Specially in Order to Oppose the Jurisdiction of 
this Court and to Dismiss the Bill of Complaint in 
this Cause. 

(Filed December 6, 1941.) 

Now comes John H. Bruninga and states: 

1. That he, John H. Bruninga, is an attorney-at-law, ad¬ 
mitted to practice before this court; that he resides in the 
State of Missouri, has an office at 1004 Market Street, St. 
Louis, Missouri, and has an associate office at 852 National 
Press Building, Washington, D. C., and that his Washington 
associate is Charles E. Riordon at 852 National Press build¬ 
ing, Washington, D. C. 

11 2. That Truman B. Wayne, named as a defendant 
in the Bill of Complaint in the above entitled cause, is 

a resident of the City of Houston, State of Texas, and has 
an office at Bankers Mortgage Building, Houston, Texas, 
and all within the jurisdiction of the District Court of the 
United States for the Southern District of Texas, Houston 
Division. That said Truman B. Wayne is the applicant of 
an application for Letters Patent of the United States, S.N. 
71,179, filed March 27, 1936, referred to in paragraph 5 of 
the Bill. 

3. That Visco Products Company is a Delaware corpora¬ 
tion, but licensed to do business in and under the laws of 
the State of Texas, and has regular and established places 
of business in the Sterling Building, City of Houston, State 
of Texas, and at Sugar Land, Texas, both within the juris¬ 
diction of the District Court of the United States for the 
Southern District of Texas, Houston Division. 

4. That said Visco Products Company is the exclusive 
licensee under said application for Letters Patent of the 
United States, S.N. 71,179, filed March 27, 1936, and under 
all patents which may be granted for the subject matter 
of said application; that said Truman B. Wayne is not an 
officer, agent or employee of said Visco Products Company. 

5. That neither said Truman B. Wayne nor Visco Prod¬ 
ucts Company has any residence, office, place of busihess 
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or a regular and established place of business, nor any 
agent within the District of Columbia or within the juris¬ 
diction of this court. 

6. That a copy of the Bill of Complaint, together with a 
copy of a Summons in the above entitled cause was handed 

said Truman B. Wayne at Houston, Texas on No- 
12 vember 17, 1941, but that no such copy was handed 
Vteco Products Company. That neither said Tru¬ 
man B. Wayne nor Visco Products Company have been 
served with any legal process in the above entitled cause, 
and that neither said Truman B. Wayne nor Visco Products 
Company has entered its appearance in this cause. 

7. That said Wayne application, S.N. 71,179 became in¬ 
volved in an Interference No! 73,171 declared by the Com¬ 
missioner of Patents as specified in paragraph 10 of the Bill 
on counts enumerated in paragraph 11 of the Bill; that 
judgments were entered successively by the Examiner of 
Interferences and by the Board of Appeals, as set forth in 
paragraphs 12 and 13 of the Bill; that plaintiff, William W. 
Robinson, Jr. filed notices of appeal to the United States 
Court of Customs & Patent Appeals; and that said Truman 
B. Wayne filed with the Commissioner of Patents a notice 
of election under R.S. 4911 as specified in paragraph 15 of 
the Bill. 

S. That George Edward Cannon, named in paragraph 7 
of the Bill, is a resident of the City of Houston, State of 
Texas, and within the jurisdiction of the District Court of 
the United States for the Southern District of Texas, Hous¬ 
ton Division. That said Cannon’s application S.N. 113,257 
was involved in said Interference 73,171, but that both the 
judgments of the Examiner of Interferences and of the 
Board of Appeals were adverse to said Cannon as to all of 
the counts involved in said interference and enumerated in 
paragraph 11 of the Bill. 

9. That upon information and beleief, neither said Can¬ 
non nor Standard Oil Development Company, referred to 
in paragraph 8 of the Bill, nor any other person, firm 



13 or corporation holding’ an interest in or under said 
Cannon application, S.N. 113,257, has filed any ap¬ 
peal to the United States Court of Customs & Patent Ap¬ 
peals from the decision of the Board of Appeals of August 
4, 1941, nor has filed any Bill in Equity under K.S. 4915 
in any District Court of the United States against plain¬ 
tiffs, William W. Robinson, Jr. or The Texas Company, nor 
against Truman B. Wayne nor Visco Products Company. 

10. Upon information and belief, that a copy of the Sum¬ 
mons and of the Bill of Complaint were given to said George 
Cannon in Houston, Texas, on November 24, 1941, and to 
said Standard Oil Development Company in New York on 
November 7, 1941; but that neither said Cannon nor said 
Standard Oil Development Company has filed any answer 
or other pleading in the above entitled cause. 

Now, therefore, I, the said John H. Bruninga, pray leave 
to appear before this court to enter my special appearance 
in this cause on behalf of said Truman B. Wayne and said 
Visco Products Company, for the sole and only purpose 
of objecting to the jurisdiction of this court, and to dismiss 
the Bill of Complaint and to quash any alleged service on 
said Truman B. Wayne on the following grounds: 

I. That this court has no jurisdiction or power ove 
Truman B. Wayne or said Visco Products Company, 
without jurisdiction or power to enter or extend any 
in the above entitled cause as against said 
Wayne and Visco Products Company. 

11. That this court has no cognizance or jurisdict 
the subject matter or of Truman B. Wayne or Visco 
ucts Company under R.S. 4915 and U.S.C. Title 35, S 

72a. 

14 The undersigned, therefore, specifically pr: 
an oral hearing before this court; that this 

rect such an oral hearing and grant leave for said 
B. Wayne and said Visco Products Company to appea 
dally, but not generally; and that this court 
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Bill of Complaint in this cause and quash any service or 
process upon said Truman B. Wayne. 

Respectfully submitted, 

1 JOHN H. BRUNINGA 

1004 Market Street 
St. Louis, Missouri 
appearing specially and not gen¬ 
erally but as aforesaid. 

*••••••••• 

15 Stipulation 

(Filed December 11,1941.) 

To the Honorable Judges of the District Court of the 
United States for the District of Columbia 

In the above Cause, the defendant Truman B. Wayne, 
by counsel, having entered a special appearance and hav¬ 
ing filed on December 6,1941 a “Petition” which challenges 
the jurisdiction of this Court with respect to the subject in 
controverv, insofar as it affects the interest of said defen¬ 
dant Truman B. Wayne; 

It is hereby stipulated by and between opposing counsel 
that the parties plaintiff may have an additional five (5) 
days, or until December 18, 1941, within which to file 

16 a statement of points and authorities relied upon in 
reply to said “Petition”. (Rule 15, par. 5.) 

LEE B. KEMON 

Local Counsel for Plaintiffs 

JOHN H. BRUNINGA 
For Truman B. Wayne 

I 
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Opposition to Petition of John H. Bruninga for 
Leave to Appear Specially in Order to Oppose the 
Jurisdiction of This Court and to Dismiss tint Bill 
of Complaint in This Cause and Motion for Leo/ve to 
Amend the. Bill of Complaint. 

(Filed December 24,1941.) 


20 Plaintiffs therefore pray that the petition of John 
H. Bruninga be denied for the reasons: 

(a) That this Court properly has jurisdiction of this 
cause by reason of U. S. Code Annotated, Title 35, Sec. 72a, 
and by reason of the residence of adverse parties in a plu¬ 
rality of districts not embraced within the same state. 

(b) That Standard Oil Development Company is a neces¬ 
sary and indispensable party to this cause. 

(c) That Yisco Products Company is a necessary and in¬ 
dispensable party to this cause. 

Plaintiffs also pray for leave to amend the Bill of Com¬ 
plaint to include Viseo Products Company, a Delaware cor¬ 
poration, as a party defendant. 

The amendment to the Bill of Complant is submitted 
herewith. 

Respectfully submitted, 

LEE B. KEMON 
Attorney for Plaintiffs 
1331 G Street, N. W., 
Washington, D. C. 


Amendment to Bill of Complaint 


To the Honorable Judges of the District Court of the United 
States for the District of Columbia: 

Plaintiffs, by way of amendment to their Bill of Com¬ 
plaint herein, by leave of Court first had and obtained, com¬ 
plaining, state: 

That they reaffirm and make part hereof all and singular 
the allegations of the original Bill herein. 
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That upon information and belief Visco Products Com¬ 
pany, a corporation incorporated under the laws of the 
State of Delaware, which has a regular and established 
place of business in the Sterling Building, City of Houston, 
State of Texas, and at Sugar Land, Texas, is, and was prior 
to the institution of this action, the exclusive licensee of the 
application for Letters Patent of the United States, 
23 Serial No. 71,179, filed March 27, 1936 for “Treat¬ 
ment of Drilling Fuids,” by the defendant Truman 
B. Wayne named in the Bill of Complaint herein. 

Wherefor plaintiffs pray that the said Visco Products 
Company be made a party defendant hereto, as if joined in 
the original Bill herein. 

WILLIAM W. ROBINSON, JR. 
The Texas Company 
By LEE B. KEMON 
Attorney for Plaintiffs 
1331 G Street, N. W. 
Washington, D. C. 

Bv R. J. DEARBORN 
DANIEL STRYKER, 

135 E. 42nd Street, New York, N. Y. 

Solicitors and of Counsel. 

• #*••*•••• 

25 Memorandum 

February 5—1942. 

Motion to dismiss sustained and leave to amend denied 
upon the grounds given in memorandum filed in Civil Ac¬ 
tion No. 13561, Bailey, J. 
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26 Filed Feb 5 1942 Charles E. Stewart, Clerk 

Exhibit 

Civil Action No. 13561 

VlETTI ET AL. 

V. 

Wayne et al. 

In this cause Mr. John H. Bruninga a member of the Bar 
of this Court has filed a petition seeking leave to appear 
specially in order to oppose the jurisdiction of the Court 
and to dismiss the bill of complaint on behalf of one of the 
defendants, Truman B. Wayne. I know of no practice such 
as this. In a proper case a party has a right to appear 
specially by his attorney. Whether an appearance is gen¬ 
eral or special is determined by the nature and purpoke of 
the appearance and not by the designation given it by Coun¬ 
sel. 

The record in the case however is confusing. A stipula¬ 
tion signed by the petitioner and by counsel for the plain¬ 
tiff in which it is recited that “the defendant Truman B. 
Wayne, by counsel having entered a special appearance 
* * * ” W as filed after the filing of the petition. 

No leave of court is necessary for the allowance of a spe¬ 
cial appearance, but in view’ of the stipulation re- 

27 ferred to I think that the defendant, Trumai B. 
Wayne has appeared by his attorney in this cause, 

and the petition designated as the petition of John H. j3ru- 
ninga, will be treated as an appearance, but in so far is it 
seeks leave to appear it wfill be denied, as leave is unneces¬ 
sary. 

On the question of jurisdiction I agree with the dissenting 
opinion in the case of Nachod et al. v. Automatic Signal 
Corp., 105 Fed. 2nd 981 and 984 to the effect that an ex¬ 
clusive licensee is not an “adverse party,” within the mean¬ 
ing of §72(a), U. S. C. A. 
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The motion to dismiss the complaint should be sustained 
and leave to file the amended complaint denied. 

BAILEY 

J. 

28 Motion For Rehearing and Reconsideration 

(Piled February 12, 1942.) 

NOW COME the Plaintiffs, in above Cause by Lee B. 
Kemon, their Attorney, and move this Honorable Court for 
a Rehearing and Reconsideration of its ruling sustaining 
the Motion by Defendant, Truman B. Wayne, to dismiss the 
Complaint for lack of jurisdiction, and denying the Plain¬ 
tiffs’ Motion to Amend by adding another party Defendant, 
namely, Visco Products Company, the exclusive licensee of 
the Defendant, Truman B. Wayne. 

In support of this Motion it is respectfully represented as 
follows: 

I. That it is not controlling in this Cause on the issue of 
jurisdiction, whether the exclusive licensee of one of the two 
named adverse and indispensable parties defendant is an 
“adverse party” within the meaning of Sec. 72 (a) U. S. 
C. A. 

29 II. That jurisdiction of this Cause is vested by 
Statute (Sec. 72 (a) U. S. C. A.) in this Court, and 

in no other Court, because of the fact that diversity of citi¬ 
zenship exists between at least two adverse and indispens¬ 
able parties (adverse to Plaintiff at the time of filing the 
Complaint herein). These parties are, to wit: 

1) Truman B. Wayne of Houston, Texas, and 

2) Standard Oil Development Company, a corporation 
of the State of Delaware, 

the latter company being the owner (by assignment) of the 
entire right, title and interest in and to the interfering ap¬ 
plication of Defendant, George Edward Cannon. 

III. That the jurisdiction of this Court vested by virtue 
of the diversity of citizenship of adverse and in¬ 
dispensable parties on the basis of the relationship of 


the parties as it existed at the conclusion of the interference 
proceeding in the United States Patent Office and at the time 
of filing the Complaint herein; 

IV. That no subsequent event (subsequent to the time 
that this suit was brought and jurisdiction vested) cajn di¬ 
vest this Court of its jurisdiction once rightfully acquired; 
and 

V. That by the weight of authority the exclusive assgnee 
of an “adverse party” is an indispensable party in a suit 
to obtain a patent under R. S. 4915 (see 63 U. S. C. A.). 
There can be little doubt that such a licensee is a proper 
party. 

Respectfully submitted, 

LEE B. KEMON, 

Attorney for Plaintiffs 
1331 G Street, N. W 
Washington, D. C. 


32 Order 

The motion for Rehearing and Reconsideration by 
the Plaintiffs of the decision of the Court dismissing’ the 
Bill of Complaint in the above entitled matter having been 
considered in connection with the opposition of the defen¬ 
dant Wayne, it is hereby ORDERED, ADJUDGED ^ND 
DECREED: 

That the Motion of the Plaintiff be and is hereby Over¬ 
ruled. 

Signed at Washington, D. C., this 13th day of M^rch, 
1942. 

JENNINGS BAILEY, 
Justice 
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33 


Order 


This Cause having come on for hearing upon the Motion 
of Defendant, Truman B. Wayne, for leave to appear 
specially in order to oppose the jurisdiction of the Court; 
and upon the Motion of Plaintiffs for leave to amend their 
Complaint by adding as another party Defendant the Visco 
Products Company (as exclusive licensee of the Defendant, 
Truman B. Wayne); and the Court having heard the argu¬ 
ments of counsel for Plaintiffs and for the Defendant, Tru¬ 
man B. Wayne, (there being no appearance in behalf of 
George E. Cannon or Standard Oil Development Company 
named as Defendants) and being fully advised in the 
premises, it is hereby ORDERED, ADJUDGED AND DE¬ 
CREED: 

1) That the Petition of counsel for Defendant, Truman 
B. Wayne, for leave to appear specially in order to oppose 
the jurisdiction of this Court, be and is hereby denied, as 
such leave is unnecessary; 

34 2) That the Defendant, Truman B. Wayne, has ap¬ 

peared specially by his attorney in this Cause; 

3) That the Plaintiffs’ Bill of Complaint should be and is 
hereby dismissed for lack of jurisdiction; 

4) That the Plaintiffs are denied leave to amend their 
Complaint as prayed, to include as a party Defendant the 
Visco Products Company, exclusive licensee of the Defen¬ 
dant, Truman B. Wayne. 

Signed at Washington, D. C., this 13th day of February, 
1942. 

By the Court 

JENNINGS BAILEY 
Justice 

Approved as to Form: 

Attorney for Plaintiffs 
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IN THE 

UNITED STATES COURT DF APPEALS 

FOR THE DISTRICT OF COLUMBIA. 

No. 8236. 

— 

WILLIAM W. ROBINSON, JR., THE TEXAS CO., 

Appellants, 

v. 

TRUMAN B. WAYNE et al., 

Appellees. 


Appeal from the District Court of the United States 
for the District of Columbia. 

BRIEF FOR APPELLEE, TRUMAN B. WAYNE. 

To the Honorable the Chief Justice and the Associate 
Justices of the United States Court of Appeals for the 
District of Columbia: 

COUNTER STATEMENT OF THE CASE. 

Lest Appellants’ Statement of the Case be misunder¬ 
stood, we make the following succinct points of clarifica¬ 
tion: 

1. The case arises out of a four-party interference in 
the Patent Office. In addition to the parties mentioned in 
Appellants ’ Statement of the Case (Br. pp. 3-4), the inter¬ 
ference involved one Lorenz K. Ayres (App. 3). 
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2. What Appellants call “admitting service on Wayne” 
(Br. p. 4) was not a waiver of venue. In fact, the only 
admission was that a copy of the Complaint and Summons 
were handed Wayne (App. 10). 

3. Wayne is a resident of the Southern District of Texas. 
Visco Products Company is also situated in the Southern 
District of Texas, for, while it is a Delaware corporation, 
it is licensed to, and does, maintain its principal places of 
business in Houston and Sugarland, Texas (App. 9). 

4. Cannon, who is alleged, on information and belief, to 
be assignor to Standard Oil Development Company, 1 is 
likewise h resident of the Southern District of Texas. 

5. While the Complaint alleges that Standard is a Dela¬ 
ware corporation with a place of business in New York, 
judicial notice is invoked of the fact that said company is 
one appendage of an organism 2 whose seat is in New Jersey, 
but whose teeth 2 are in Texas (T. N. E. C. Record, Part 
14-A, pp. 7953-5). There is no allegation in the Complaint 
from which it may be inferred that Standard is not sub¬ 
ject to process in the Southern District of Texas. 

6. Anent the lower Court’s refusal to permit amendment 
of the Complaint so as to make Visco Products Company a 
party defendant, it is not without significance that Appel¬ 
lants still had sixty days within which to file suit in Texas 
after they were advised (App. 9) on the record (if indeed 
they were not so informed previously) that Visco was the 
exclusive licensee under the Wayne application. 

x Hereinafter for brevity called “Standard.” 

2 Standard Oil Company (New Jersey). 

•*5 Humble Oil and Refining Company, Humble Pipe Line Company and 
other controlled companies. 
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STATUTES INVOLVED. 

Constitution, Article III, Section 2: 

“The judicial Power shall extend to all Cases, in 
Law and Equity, arising under this Constitution, the 
Laws of the United States, and Treaties made, or 
which shall be made, under their Authority;—to all 
Cases affecting Ambassadors, other public Ministers 
and Consuls;—to all Cases of admiralty and mantime 
Jurisdiction;—to Controversies to which the United 
States shall be a party;—to Controversies between two 
or more States;—between a State and Citizens of an¬ 
other State;—between Citizens of different States,— 
between Citizens of the same State claiming Lands 
under Grants of different States, and between a State, 
or the Citizens thereof, and foreign States, Citizens or 
Subjects.” 

R. S. 4904, 35 U. S. Code 52, as amended by the Act of 
October 5, 1939, 53 Stat. 1212: 

“Whenever an application is made for a patent 
which, in the opinion of the Commissioner, would in¬ 
terfere with any pending application, or with any un¬ 
expired patent, he shall give notice thereof to the 
applicants, or applicant and patentee, as the case may 
be, and shall direct a board of three examiners of 
interferences to proceed to determine the question of 
priority of invention. And the Commissioner may 
issue a patent to the party who is adjudged the prior 
inventor.” 

Sec. 80, Title 28, United States Code: 

“If in any suit commenced in a district court, or 
removed from a State court to a district court of the 
United States, it shall appear to the satisfaction of 
the said district court, at any time after such sui t has 
been brought or removed thereto, that such suit does 
not really and substantially involve a dispute oif con- 
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troversy properly within the jurisdiction of said dis¬ 
trict court, or that the parties to said suit have been 
improperly or collusively made or joined, either as 
plaintiffs or defendants, for the purpose of creating a 
ease cognizable or removable under this chapter, the 
said district court shall proceed no further therein, 
but shall dismiss the suit or remand it to the court 
from which it was removed, as justice may require, 
and shall make such order as to costs as shall be just.” 

SUMMARY OF ARGUMENT. 

A. In a suit under R. S. 4915, the “adverse parties” are 
the plaintiff(s) and the owner(s) of the application or 
patent which prevailed in the interference proceeding in 
the Patent Office. No one is an “adverse party” who has 
nothing to w’in or lose by the granting or denying of the 
relief sought. Defeated interferants other than plaintiff 
are not “adverse parties.” 

B. In suits under R. S. 4915 venue must be laid in the 
State of residence of the interferant who won the award 
of priority in the Patent Office. Only in cases where the 
winning interest comprises a plurality of persons (either 
as coinventors or as assignees of part interest) who reside 
in different States, do the District of Columbia Courts have 
jurisdiction under the Act of March 3, 1927. 

C. Where, as here, the pleadings state no justiciable con¬ 
troversy between plaintiff and a named defendant, the 
joinder of that named defendant cannot create jurisdiction 
in the Federal Courts. 

i 

D. The Act of March 3, 1927, created jurisdiction in the 
District of Columbia Courts to entertain suits under R. S. 
4915 where jurisdiction could not be obtained elsewhere; 
the record must affirmatively show the impossibility of ob¬ 
taining jurisdiction elsewhere before jurisdiction here at¬ 
taches. This record does not so show. 
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ARGUMENT. 

INTRODUCTION. 

We agree that the primary question involved in this 
Appeal is: 

Who are “adverse parties” in a suit brought under 
R. S. 4915 arising from an interference in the Patent 
Office which involved more than two interfering ap¬ 
plications? More specifically, the question is whether 
Standard Oil Development Company is an “adverse 
party” in this case. 

If, as contended by Appellants, all contestants in the 
Patent Office are “adverse parties” in such a suii;, then 
the jurisdiction of the District of Columbia Courts has been 
expanded to include every suit where there were moije than 
two interfering applications in the Patent Office, except 
where,, by coincidence, all the interferants except the plain¬ 
tiff happen to reside in the same state. 

We say this is the primary question, because if Standard 
be held not to be an “adverse party,” the jurisdiction here 
is ousted. Appellants concede this when they say (Br. 
p.H): 

“If, as contended by respondent Wayne, only the 
victorious party in the Patent Office is an adverse 
party, then this suit could have been brought only in 
the jurisdiction in which Wayne is found, the Southern 
District of Texas.” 

It is idle to argue whether Visco Products Company 
(Wayne’s exclusive licensee) is such an “adverse party,” 
because it, like Wayne and Cannon, is suable in Texas. 
This is admitted in Appellants’ Brief (pp. 22-23): 

“Whether it (Visco) is (an indispensable party) or 
is not does not affect the jurisdiction * * *, The 
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diversity of residence requisite for jurisdiction under 
the Act of March 3, 1927, in no wise depends on the 
presence of the licensee, but depends on the diversity 
of residence of Wayne and Development Company.” 

In view of this statement of Appellants’ position, it will 
suffice for us to demonstrate that the Record shows no in¬ 
terest of Standard Oil Development Company which is 
adverse to Appellants. 

But finally, even if it is assumed arguendo that Standard 
is an “adverse party” within the meaning of the Act of 
March 3, 3927,* no facts are alleged in the Complaint from 
which it iriay be inferred that Standard is not, like Wayne, 
Cannon and Visco, suable in Texas. 

WAYNE IS THE ONLY DEFENDANT WHO QUALI¬ 
FIES AS AN ADVERSE PARTY WITHIN THE 
MEANING OF R. S. 4915. 

Words used in a statute are to be interpreted according 
to their ordinary meaning unless something appears to 
indicate that the Congress intended to use them in a 
strange, unnatural or artificial sense. In Dewey v. United 
States, 178 U. S. 510, 20 S. Ct. 981, 984, the Supreme Court 
says: 

“Our duty is to give effect to the will of Congress 
touching this matter. But we must ascertain that will 
from the words Congress has chosen to employ, inter¬ 
preting such words according to their ordinary mean¬ 
ing, as well as in the light of all the circumstances that 
may fairly be regarded as having been within the 
knowledge of the legislative branch of the government 
at the time it acted on the subject,” 4 

lately reaffirmed in Shimadzu v. Electric Storage Battery 
Company, 307 U. S. 5,1. c. 14. In U. S. v. Cooper Corp., 312 
U. S. 600, 61 S. Ct. 742, the Supreme Court says: 


•44 Stat. L. 1394, Section 72 (a). Title 35, U. S. Code. 
4 Emphasis supplied throughout. 


“We are to read the statutory language in its ordi¬ 
nary and natural sense, and if doubts remain, resolve 
them in the light, not only of the policy intended to 
be served by the enactment, but, as well, by all other 
available aids to construction.” 5 

Hence, it becomes pertinent to inquire, first, as to the 
ordinary meaning of “adverse party” and next to inquire 
whether the legislative proceedings reveal an intent] incon¬ 
sistent with the ordinary meaning. 

An “Adverse Party,” in the Ordinary Accepted sjense, 

Is One Whose Interests Would Be Injuriously 
Affected by the Judgment Prayed For. 

No one is an “adverse” party, in the ordinary accepted 
sense of the expression, unless he has an interest which 
would be injuriously affected by the judgment prayed for. 

As said by the Supreme Court of New Jersey in Pearl- 
man et al. v. Truppo, 159 A. 623, 1. c. 624, 10 N. J. Misc. 
477: 

“What is meant by adverse parties scarcely needs 
definition. Its significance is apparent from t)ie ex¬ 
pression itself. They must be opposite parties to an 
issue between them. The issue must be proffered by 
one and controverted by the other. ’ ’ 

“ ‘Adverse’ is defined as ‘having opposing inter¬ 
ests; having interests for the preservation of which 
opposition is essential’ ” (In re National Lock Com¬ 
pany, 9 F. Supp. 432). 

In Collier & Son Co. v. Hartfeil, 72 F. (2d) 625, the Court 
of Appeals for the Eighth Circuit held that one named as 
defendant, but in whose pleadings the allegations qf the 
Complaint were admitted, “was not an adverse parry” to 
the plaintiff (1. c. 630). 

■"See also McClain v. Commissioner of Internal Revenue, 311 U. S. 527, 
61 S. Ct. 373, and Yu Cong Eng v. Trinidad, 271 U. S. 500, 1. c.[518. 46 
S. Ct. 619, latter cited approvingly by this Court in Pfluenger v. United 
States, 121 F. (2d) 732-35. 


— 8 — 


In Eastern Oregon Land Co. v. Cole, 92 F. 949, the Court 
of Appeals for the Ninth Circuit says: 

“The word ‘adverse,’ as used in this connection, is 
a general term, and, in legal signification, involves the 
element of hostility under a claim or color of title” 
(1. c. 952). 

i 

A number of Western States have statutes which pre¬ 
scribe that notice of appeal must be given to all “adverse 
parties,” but it has been uniformly held 0 that persons who 
had defaulted, or had failed to prosecute their claims, or 
who, although similarly situated with the appellant, had 
failed to take an appeal, indeed all persons whose rights 
would not appear to be injuriously affected by modifica¬ 
tion or reversal of the judgment, are not “adverse par¬ 
ties.” 

In Words and Phrases, 1940 Edition, Volume 2, pages 
550 to 574 are devoted to quotations from many cases in 
many jurisdictions defining “adverse parties.” All of these 
quotations, without exception, are consistent with our posi¬ 
tion that no one is an adverse party unless he has some 
interest which will be injuriously affected by the judgment 
prayed for. In Corpus Juris Secundum, Volume 2, pages 
504-5, one hundred fourteen cases are cited for interpre¬ 
tation of the expression “adverse parties.” We have ex¬ 
amined all of them, and not one is inconsistent with our 
position, as above stated. 

C Supreme Court of Oregon: In re Neil’s Estate, 214 P. 338, 107 Or. 
156; State ex rel. Perry et al. v. Mount et al„ 10 P. (2d) 606, 139 Or. 
694; Adams et al. v. Kennard et al., 227 P. 738, 122 Or. 84; Jubitz et al. 
v. Gress et al., 175 P. 79, 95 Or. 332. Supreme Court of Wyoming: Wyo¬ 
ming Hereford Ranch v. Hammond Packing Co. et al.. 222 P. 1027, 31 
Wyo. 31. Supreme Court of Montana: Riley v. Blackner et al., 152 P. 
758, 51 Mont. 364; Great Falls National Bank v. Young et al., 215 P. 651, 
61 Mont. 328. Supreme Court of Nevada: Pacific Live Stock Co. v. Elli¬ 
son Ranching Co. et al., 192 P. 262, 45 Nev. 1. Supreme Court of Kan¬ 
sas: Habegger v. Skalla et al., 34 P. (2d) 113, 140 Kan. 166. Supreme 
Court of North Dakota: Colwell v. Union Central Life Ins. Co., 232 N. W. 
10, 59 N. D. 768. California Court of Appeals: MacDonald v. Superior 
Court, 281 P. 672, 101 Cal. App. 423. 


) 


> 


■i 



Succinctly, then, an “adverse party” is what i|s ordi¬ 
narily called an “indispensable party,” but 

“It can never be indispensable to make defendants 
of those against whom nothing is alleged and from 
whom no relief is asked” (Payne v. Hook, 74 U. S. 
260, 262; Williams v. Crabb, 117 F. 193, 204 C. 0. A. 7; 
Thomas v. Anderson, 223 F. 41, 43 C. C. A. 8). 

In view of these canons, it would be a radical departure 
from the accepted legal signification of the wor<^ “ad¬ 
verse” for this Court to hold, as Appellants urge, that any¬ 
one who had an erstwhile interest (no longer asserted and, 
for aught that appears, its previous contentions aban¬ 
doned) in the subject matter to be an “adverse 
within the meaning of R. S. 4915. 

The Act of 1927 Purposed to Change the Procedure in a 
Special Class of Which This Is Not One. 

Appellants’ Statement (Br. p. 14) of the purpose of the 
Act of March 3, 1927, is cleverly equivocal. The Act was 
before the Sixty-Ninth Congress as H. R. 6252 and was re¬ 
ported by the Committee on Patents as Report No. 713, 
March 30, 1926, where its purpose is stated as follows: 

“The purpose of this bill is to make it more prac¬ 
ticable to bring suit in instances where an applicant 
fails to get his patent from the Patent Office but is 
compelled to go into court, and to make it also more 
practicable for him to obtain service on interested 
parties. If this amendment to the Judicial Code is 
adopted and becomes a part of the law, if a case should 
arise where a part interest in a patent is assigned, so 
that a part owner might live in New York and a part 
owner in the far West, suit could be brought by either 
in the Supreme Court of the District of Columbia, and 
this court would have jurisdiction to obtain service 
on both parties. Or, should three or more pjersons 
claim an interest in a patent and one of the parties 
resided in a foreign country, then the Supreme Court 
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of the District of Columbia would have jurisdiction to 
obtain service on all of the parties so that the case 
could be finally adjudicated in the one suit.” 

That the Act was intended to facilitate jurisdiction of a 
plurality of persons residing; in different states is clear. 
But who are the persons? Appellant says: “all who might 
be making claims to rights under, on ownership of the 
same invention.” The Legislative history says: all who 
are owners of “a part interest in a patent.” Whether 
these statements accord depends upon whether Appellants 
use the word “invention” in its active sense (meaning the 
act of inventing) or its subjective sense (meaning the 
thing invented). The word “patent” does not admit of 
this equivocation. Every “part interest in a patent” de¬ 
rives from the same act of inventing. Here Ayres, Stand¬ 
ard, Texas and Wayne each claimed ownership of the same 
tiling-invented, but the claims of each derived from a 
different act of inventing. The latter fact precludes each 
of them from claiming an “interest in a patent” granted 
the other, and hence this case cannot be within the special 
class of cases said by the Committee to be contemplated by 
the Act of March 3, 1927. 

Review of the testimony taken before the House Com¬ 
mittee on Patents in connection with H. R. 6252 reveals 
that the purpose of proponents was to create jurisdiction 
here only in cases where a part interest in a patent (or 
application) was owned by persons residing in different 
States. 7 

7 The following testimony before the committee (pages 19-20) is perti¬ 
nent: 

“The Chairman. You have only talked about H. R. 7087. Tell us 
about the other bill. 

Mr. Huxley. The other bill simply provides for an amendment of 
section 52 of the Judicial Code, to make it more practicable to bring 
suits when a man does not get his patent from the Patent Office, and 
when he goes into Court, to make it more practicable for him to get 
service. It sometimes happens that a part interest in a patent is 
assigned, so that a part owner will live in New York and a part 
owner in Chicago. This revision provides that in such a case, then 




No passage in the testimony before the Committee re¬ 
veals an intention to burden the District of Columbia 
Courts with jurisdiction in all R. S. 4915 suits arising from 
interferences involving more than two applicants. Noth¬ 
ing in the proceedings before the Congress reveals an in¬ 
tention to make every Patent Office interferant ap “ad¬ 
verse party” in a R. S. 4915 suit. Nothing suggests that 
the previous practice in such suits be changed, save in the 
unusual situation where part interest in the prevailing 
application or patent belongs to two or more persons who 
reside in different states. 

the Supreme Court of the District of Columbia will have jurisdiction 
and can get service on all those parties. It is simply a matter to 
facilitate the procedure. 

The Chairman. In other words, at the present time, under the 
present law—and let me see if I get this right—if there were three 
parties interested or claiming to have an interest in the patent, and 
one party lived in New York- 

Mr. Huxley. Yes, sir. 

The Chairman. And one lived in Pennsylvania- 

Mr. Huxley. Yes, sir. 

The Chairman. And one lived in California, and suit was (brought 
against the party in Pennsylvania, by the owner living in New York, 
you could not, in that suit, bring that party in California in at all 
under the law. 

Mr. Huxley. The Chairman has stated it exactly. 

The Chairman. He might win the case in Pennsylvania and then 
he must go to California. 

Mr. Huxley. I do not believe he could go that far, because you 
must have all the parties in court, and in order to straighten that 
out, it is provided that the Supreme Court of the District of Columbia 
shall have jurisdiction. 

Mr. Underwood. Is not the gist of the gentlemen’s proposition, that 
you are furnishing service by publication? 

Mr. Huxley. Only where the residences are abroad. 

Mr. Underwood. In those kinds of cases? 

Mr. Huxley. Yes, sir. 

The Chairman. If this bill 6252 should become a law and you had 
the condition that I mentioned- 

Mr. Huxley. Yes, sir. 

The Chairman. You could bring suit in the District of Columbia to 
make all parties interested, and they would have to come in and you 
could settle the whole question with one suit. 

Mr. Huxley. Exactly. 

The Chairman. And even if you had a foreign corporation inter¬ 
ested. by publication, you would bring them in and make them par¬ 
ties and settle the whole matter at once? 

Mr. Huxley. Yes, sir. 

Mr. Bloom. Where you spoke about three parties, one n New 
York, one in Pennsylvania and one in California, did you mean that 
the three parties were partners in this patent? 

The Chairman. Oh, no; independent parties claiming to lave in¬ 
terest in the patent. 

Mr. Bloom. Oh. claiming to have interest? 

Mr. Huxley. By assignment or otherwise.” 
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Prior to the Act of March 3, 1927, the Practice in Cases 
Arising From Three-Party Interferences Was to File 
the 4915 Suit in the District of Residence of the Pre¬ 
vailing Interferant. 

Prior to the Act of March 3, 1927, after an award of 
priority had been made by the Administrative Tribunals 
(of which this Court was the final one), any losing inter¬ 
ferant might institute a R. S. 4915 suit against the win¬ 
ning interferant. With one reported exception, these suits 
were instituted in the District of residence of the winning 
applicant or owner. Regardless of how many contestants 
there had been in the Patent Office, only one contesting 
interest (maybe joint inventors) could win the award as 
first inventor(s). All other contestants, of necessity, lost. 

For example, in the case of Richards v. Meissner, 163 F. 
957, where the interference had involved several additional 
parties, including one John F. Clement, who resided in 
Pennsylvania (see record of this Court in No. 278), the 
4915 suit was brought in Missouri, where the prevailing 
applicant, Meissner, resided. 

Likewise, in United States v. De Forest Radio, Telephone 
and Telegraph Company, 18 F. (2d) 338, affirmed 21 F. 
(2d) 918, four parties had been involved in an interfer¬ 
ence in the Patent Office. De Forest prevailed. His appli¬ 
cation was owned by the De Forest Company, a corpora¬ 
tion of Delaware. Suits under R. S. 4915 were filed in the 
Delaware District Court by the United States (assignee of 
Meissner, a party to the interference) and by the General 
Electric Company (assignee of Langmuir, a party to the 
interference). Thus two of three losing interferants in¬ 
stituted separate 4915 suits in the District of residence of 
the prevailing owner. 

In contrast stands the case of Armstrong v. De Forest, 
13 F. (2d) 438, which was a 4915 suit arising from the same 
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interference as that involved in the Delaware case, put the 
Court of Appeals for the Second Circuit held that it had 
no jurisdiction because the owner of the title to the pre¬ 
vailing application was not subject to its jurisdiction. The 
Court of Appeals says: 

“In the popular sense, four or more men invented 
the same thing, but in the legal sense what they all 
say they first discovered is represented by and ex¬ 
pressed in certain claims now embodied in a patent 
owned by De Forest Company. If plaintiffs sdceeed, 
Armstrong or his assignee should receive a batent 
containing the same language; i. e., the claims ^vould 
become plaintiffs’. It follows that the res (assuming 
that word to be correct) here is the set of claim|s now 
owned by De Forest Company, and therefore legally 
situated in the District of Delaware” (1. c. 441). 

Except for cases where the prevailing application was 
owned in part by a resident of one State and in part by a 
resident of another State, Armstrong v. De Forest, supra, 
appears to be the only case in which a losing interferant 
had any difficulty getting jurisdiction of parties sufficient 
for a determination of the issues involved in a 491p suit 
arising from an interference, but this one ill-adviseld at¬ 
tempt to bring suit in the wrong jurisdiction doefe not 
detract from the universality of the practice prevailing 
before the Act of March 3, 1927, namely: to bring these 
suits in the District having jurisdiction of the prevailing 
applicant or owner. 


In Determining Who Are Adverse Parties in Any Case, the 
Court Must Inquire Into the Interests Which Wpl Be 
Affected by the Judgment Prayed For. 

The mere fact that some parties are arrayed as plain¬ 
tiffs, others as defendants, does not establish, even prima 
facie, that there is adversity of interest between the per- 
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sons on the respective sides. The case of Coe v. Hobart 
Manufacturing Co., 102 F. (2d) 270, well demonstrates 
this. In that case a defeated interferant brought suit in 
the District of Columbia under R. S. 4915 and named, as 
defendants, the prevailing interferant and the Commis¬ 
sioner of Patents. Thus, if this Court had looked no fur¬ 
ther than the caption of the case, it would have seen 
Hobart (corresponding to Appellants here) on one side 
and the Commissioner of Patents on the other side as ap¬ 
parent adverse parties. But this Court very properly 
looked beyond the caption and held: 

“It is contended that the Commissioner, if not a 
necessary party, is at least a proper and therefore an 
adverse party. But even if he were a proper party to 
a suit to review his award of priority, we think he 
w’ould not be ‘adverse’ within the meaning of the stat¬ 
ute. The Commissioner has not the slightest interest 
adverse to plaintiff; whether plaintiff or defendant 
gets a patent, the Commissioner neither gains nor 
loses. ‘To hold that the plaintiff by making a mere 
formal party a codefendant can compel the real de¬ 
fendant, the real party in interest, to come from any 
part of the United States and defend his rights in the 
District of Columbia would conflict with the general 
purpose of Congress as appears from the fact that 
ordinarily suits in the federal courts must be brought 
in th<^ district in which the defendant resides.’ Stand¬ 
ard Oil Companv (Indiana) v. Pure Oil Companv, 
D. C., 19 F. Supp. 833, 835, 28 U. S. C. s. 112, 28 U. S. 
C. A. s. 112. 

“Plaintiff, the Hobart Company, contends that it and 
defendant Cunningham are themselves ‘adverse par¬ 
ties residing in a plurality of districts’ within the 
meaning of the Act of 1927. We cannot sustain the 
contention. We think the statute contemplates a plu¬ 
rality of parties adverse to the plaintiff. Had Con¬ 
gress meant, ‘if it shall appear that the plaintiff and 
defendant reside in different districts,’ Congress could 
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easily have said so. Moreover, there was no occasion 
to allow suit in the District of Columbia whenever 
plaintiff and defendant reside in different districts. 
Suits under Section 4915 against a single defendant 
have regularly been brought in the district of the de¬ 
fendant’s residence, and may well be brought ihere. 
There is no good reason why Cunningham should be 
compelled to come, and bring his witnesses fronj Illi¬ 
nois to the District of Columbia in order to defend 
this suit.” 

In Minnesota v. Hitchcock, 185 U. S. 373, 22 S. Ct| 650, 
the Supreme Court likewise so held, saying: 

“The question whether the United States is a party 
to a controversy is not determined by the merely Jnom- 
inal party on the record, but by the question of the 
effect of the judgment or decree which can be en¬ 
tered” (1. c. 656). 

In Drackett v. Chamberlain, 81 F. (2d) 866, the (pourt 
of Appeals for the Third Circuit looked further thai|i the 
caption to hold: 

“The appellee, on the other hand, is not an adverse 
party within the meaning of section 4915, since there 
was no ruling that the trade-marks belonged to it. 
The bill was properly dismissed for want of jurisdic¬ 
tion. American Cable Co. v. John A. Roebling’s 


Co., 62 App. D. C. 168, 65 F. (2d) 801. 
affirmed.” 
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At least sixteen times in their brief Appellants t 
that Cannon (Standard) is an “adverse party” or h^ 
“interest in the subject matter adverse to the party 
ing the suit,” and while at page 12 there is an unfu 
promise to “show later” that people like Cannon (S 
ard) have “rights that are involved” in a case like 
we are never shown where, or how, Standard has any 


us 
s an 


•mg- 


lfilled 
and- 
this, 
Vight 




— 16 — 


or interest which is adverse to that of Appellants. Of 
course, we are speaking here of a legal interest, rather 
than a curious or spectatorial interest like the wayfaring 
man has in the World Series. 

Inquiry into what rights or interests, if any, of Stand¬ 
ard might be affected, adversely or otherwise, by the de¬ 
cree in this case, requires preliminary determination of 
what relief is sought. The first prayer of the Complaint 
(App. 4) seeks a decree that Robinson is the first inventor 
of the subject matter involved. Wayne, not Cannon 
(Standard), now stands adjudged to be such first inventor. 
To grant the first prayer of the Complaint would, there¬ 
fore, take something from Wayne, but neither take from 
nor give to Standard. The second prayer of the Complaint 
(App. 5) seeks a decree authorizing the Commissioner to 
grant a patent to Robinson. The Commissioner has de¬ 
cided to grant a patent on the subject matter. It is not 
going to be granted to Cannon (Standard), so what can it 
matter to Standard whether the patent is granted to The 
Texas Company, as here sought, or to Wayne, as already 
adjudged? 

Hence it appears that Standard has no vested propri¬ 
etary rights which would be lessened by the granting of 
the relief here sought. Standard has no inchoate right 
which would be prejudiced. Standard has no immunity 
which would be taken away. Any doubt about these things 
would seem to disappear in the significant light of the tell¬ 
tale fact that Standard has not even appeared in this 
cause. 

It will not do to say that Standard is an adverse party 
simply because it is a member of a (spectatorially) inter¬ 
ested public (Br. p. 15). Followed to its logical conclu¬ 
sion, this argument would mean that the District of Colum¬ 
bia Courts could be burdened with jurisdiction of all 4915 




— 17 — 



suits by the simple expedient of naming as a defendant 8 
someone who might sometime infringe the patent to be 
granted. While this is the apparent rationale, the Court 
of Appeals for the Second Circuit in Hazeltine v. ijVhite, 
(58 F. (2d) 715, such would seem to be flatly contrary to 
the decision of this Court in Coe v. Hobart Mfg. Co., iupra, 
where the same expedient was used to pose the custodian 
of the public interest—the Commissioner of Patents—as 
an “adverse party.” What this Court said of the interest 


of the Commissioner in the Hobart case clearly applies to 
Standard here.** 

The decision of the District Court in Hazeltine v. White, 
2 F. Supp. 94, turned upon the apparent belief that hnless 
all of the contestants who had been involved in the Patent 
Office proceeding were before the Court, more thai|i one 
patent might issue for the same invention. But thi^ rea¬ 
soning overlooks the practical aspect of the situation in 
that, if each and all of the losing interferants brought suits 
under R. S. 4915 against the winning interferant, they 
would all be before the same court, and that court would, 
without doubt, sua upovte consolidate them for trial and 
determination. Certainly, since the promulgation of the 
Rules of Civil Procedure (Rule 42a) the reasoning of the 
District Court in that case is not sound. 

Indeed, it is very doubtful whether the Court of Appeals 
for the Second Circuit v’ould decide today as it did in 
Hazeltine v. White, 68 F. (2d) 1015. As far as residence 
of corporate defendants is concerned, the Second Circuit 
Court of Appeals’ decision is rested upon cases since Over¬ 
ruled by the Supreme Court in Neirbo v. Bethlehem Ship 

Building Corporation, 308 U. S. 165, 60 S. Ct. 153. The 
_ 

8 “On information and belief," as here in connection with Standard’s 
alleged ownership of the Cannon application (App. 3). 


**“The Commissioner (Standard) has not the slightest interest adverse 
to Plaintiff (Texas): whether Plaintiff (Texas) or Defendant (Wayne) 
gets a patent, the Commissioner (Standard) neither gains nor loses ." 
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Court could not now reason, as it did then, that the plain¬ 
tiff, by its 4915 suit, might preclude the prevailing inter- 
ferant from ever obtaining his patent, because the statute 
(R. S. 4904) has since been amended to permit the issuance 
of the 1 patent to the prevailing party without awaiting 
decision of a 4915 suit (Act of August 5, 1939, amending 
R. S. 4904). 

Finally the reasoning of the Court of Appeals for the 
Second Circuit in the Hazeltine case that the ultimate 
question, in a suit such as this, is not who is entitled to 
priority as between the plaintiff and the prevailing inter- 
ferant, but who, if any of the contestants, is the first in¬ 
ventor of the subject matter, 9 is apparently in conflict with 
Coe v. Hobart Mfg. Co., 102 F. (2d) 270, and is flatly con¬ 
trary to Cleveland Trust Company v. Berry, 99 F. (2d) 517, 
where the Court of Appeals for the Sixth Circuit held, in a 
4915 suit arising from an interference involving three par¬ 
ties, that 

“The issues are (1) whether Jardine discloses an in¬ 
vention substantially the same as Berry, and if so, (2) 
which is prior.” 

Omission of reference to the third Patent Office contestant, 
Nelson, is significant. 

Appellant has quoted from the District Court’s decision 
in this same case, but it is significant that the District 
Court had regarded the Commissioner of Patents as a pos¬ 
sible adverse party—a possibility which this Court ex¬ 
ploded in Coe v. Hobart Manufacturing Co., supra. 

No more reason appears to exist why the Court should 
consider the showing made by an also-ran (Standard- 

o Thus the Court of Appeals for the Second Circuit introduced the 
aspect of possible outside earlier inventors which this Court repeatedly 
refused to consider in interference cases (Foster v. Antistel, 14 App. 
D. C. 552, 1S99 C. D. 413; Prindle v. Brown, 24 App. D. C. 114, 1904 C. D. 
6S0; Pope v. McKenzie, 38 App. D. C. Ill, 1912 C. D. 450). 
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Cannon) in a 4915 suit than in a direct appeal from the 
Patent Office, where this Court held it would not consider 
the showing made by a third party who had not perfected 
his appeal. Richards v. Meissner, 24 App. D. C. 3051 1905 
C. D. 595. 

The situation in this case is not unlike that which was 
before the Supreme Court of Oregon in the case of Camp¬ 
bell et al. v. Walker et al., 2 P. (2d) 912, 137 Or. 375. That 
case involved a contest over priority of water rights. The 
trial tribunal had found that the appellees had the prior 
right, and the appellants were contesting that finding. The 
appellees sought to dismiss the appeal upon the ground 
that notice of appeal had not been served on “ other water 
users on the stream, parties to this adjudication, who vrere 
adverse to the appellants,” but it was held that, since these 
other parties had taken no exceptions, they could not be 
considered as “adverse parties.” 

Succinctly then, the situation is that the Commissioner 
has decided to grant a patent, and has held that Wayne is 
entitled to that patent. The Texas Company asserts that 
its applicant (Robinson) rather than Wayne is entitled to 
that patent. Standard stands neither to lose, nor to gain, 
regardless of which way the case goes. Standard has no 
right or interest which could in any wise be affected. It is 
not an “adverse party.” If it is, then so is Lorenz K. 
Ayres, who was also a party in the Patent Office, but is not 
sued here, and jurisdiction must fail for that reason. 

We think the Court below correctly agreed with the dis¬ 
senting opinion of Judge Patterson in Nachod v. Auto¬ 
matic Signal Corp., 105 F. (2d) 981, 984: 

“Who are the ‘adverse parties’ referred to in the 
section? The present owners of the conflicting patent, 
■whether original applicants or later assignees, are 
manifestly indispensable defendants. Armstrong v. De 
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Forest, 2 Cir., 13 F. 2d 438; Hazeltine Corporation v. 
White, 2 Cir., 68 F. 2d 715. They will lose their pat¬ 
ent if the plaintiff wins his. On the other hand, no 
one would say, I take it, that ordinary licensees under 
the Adverse patent are indispensable. An ordinary 
licensee has nothing but an immunity against claim 
of infringement by the owner. He has no title of any 
sort in the patent.” 

Since Standard’s interest, if any, is infinitely less than the 
immunity of a licensee, it is with stronger reason that 
Standard is not an “adverse party” within the meaning 
of R. S. 4915. 

THE COMPLAINT PRESENTS NO JUSTICIABLE CON¬ 
TROVERSY BETWEEN THE TEXAS COMPANY 
AND STANDARD—.JOINDER OF A SHAM PARTY 
WILL NOT CREATE JURISDICTION. 

Of course, the expression ‘adverse parties,” as used in 
the Act of March 3, 1927, was not drawn out of thin air. 
Neither did it have its nascency in R. S. 4904. It harks 
back to the very beginnings of jurisprudence. It was a 
venerated sine qua von of a justiciable controversy when 
the Supreme Court decided Lord v. Veasey, 8 Howard 251, 
12 L. Ed. 1067. 

The Constitution, Article III, Section 2, limits the exer¬ 
cise of the judicial power of the United States to “cases” 
and “controversies.” 

As said by the Supreme Court in Aetna Life Insurance 
Company v. Hayworth, 300 U. S. 227, 57 S. Ct. 461: 

^A ‘controversy’ in this sense must be one that is 
appropriate for judicial determination. Osborn v. 
Bank of United States, 9 Wheat. 738, 819, 6 L. Ed. 204. 
A justiciable controversy is thus distinguished from a 
difference or dispute of a hypothetical or abstract 
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character; from one that is academic or moot. United 
States v. Alaska S. S. Co., 253 U. S. 113, 116, 40 & Ct. 
448, 449, 64 L. Ed. 808. The controversy must be defi¬ 
nite and concrete, touching the legal relations of par¬ 
ties having adverse legal interests. South Spring Gold 
Co. v. Amador Gold Co., 145 U. S. 300, 301, 12 S. Ct. 
921, 36 L. Ed. 712; Fairchild v. Hughes, 258 U. S 126, 
129, 42 S. Ct. 274, 275, 66 L. Ed. 499; Massachuse tts v. 
Mellon, 262 U. S. 447, 487, 488, 43 S. Ct. 597, 601, 67 
L. Ed. 1078. It must be a real and substantial contro¬ 
versy admitting of specific relief through a decree of a 
conclusive character, as distinguished from an opinion 
advising what the law would be upon a hypothetical 
state of facts. See Muskrat v. United States, supra;* 
Texas v. Interstate Commerce Commission, 258 y. S. 
158, 162, 42 S. Ct. 261, 262, 66 L. Ed. 531; New Jersey 
v. Sargent, 269 U. S. 328, 339, 340, 46 S. Ct. 122, 125, 
70 L. Ed. 289; Liberty Warehouse Co. v. Grannis, 273 
U. S. 70, 47 S. Ct. 282* 71 L. Ed. 541; New York vj Illi¬ 
nois, 274 U. S. 488, 490, 47 S. Ct. 661, 71 L. Ed. 1164; 
Willing v. Chicago Auditorium Association, 277 y. S. 
274, 289, 290, 48 S. Ct. 507, 509, 72 L. Ed. 880; Arizona 
v. California, 283 U. S. 423, 463, 464, 51 S. Ct. 522,1 529, 
75 L. Ed. 1154; Alabama v. Arizona, 291 U. S. 286, 291, 
54 S. Ct. 399, 401, 78 L. Ed. 798; United States v. |Vest 
Virginia, 295 U. S. 463, 474, 475, 55 S. Ct. 789, 79^, 79 
L. Ed. 1546; Ashwander v. Tennessee Valiev Authdritv, 
297 U. S. 288, 324, 56 S. Ct. 466, 472, 80 L. Ed. |388” 
(1. c. 464). 


gam 


Since we have shown that Standard has nothing to 
or lose by the .granting or denying of the relief prayed for 
in this case, the Complaint sets up neither case nor con¬ 
troversy between The Texas Company and Standard. That 
there may once have been a contest between Texas and 
Standard cannot affect the situation. Any difference or dis¬ 
pute over priority between Robinson (Texas) and Cannon 
(Standard) is now academic or moot, and not justiciable. 


*219 U. S. 346. 55 L. Ed. 246, 31 S. Ct. 250. 
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Standard is then relegated to the position of a sham 
party. Sham, formal, or nominal parties will not create 
jurisdiction where jurisdiction did not exist without them. 
Wormley v. Wormier, 8 Wheaton 421, 451; Carneal v. 
Banks, 10 Wheaton 181; Wood v. Davis, 18 Howard 467- 
469; Wilson v. Oswego Township, 151 U. S. 56; Lowry & 
Co. v. National City Bank of New York, 28 F. (2d) 895; 
Jones v. Box Elder County, 52 F. S. 340; Holbrook Irriga¬ 
tion Dist. v. Arkansas Valley Sugar Beet & Irrigated Land 
Co. et al., 54 F. (2d) 840. 

EVEN ASSUMING THAT STANDARD IS AN AD¬ 
VERSE PARTY, THE RECORD DOES NOT ESTAB¬ 
LISH FACTS SUFFICIENT TO INVEST THE DIS¬ 
TRICT OF COLUMBIA COURTS WITH JURISDIC¬ 
TION. 

It will be remembered that Appellants concede (Br. 23) 
that jurisdiction here depends upon diversity of residence 
between Standard and W'ayne. While the Complaint 
alleges Standard to be a Delaware Corporation, having a 
place of business in New York, Appellants exceed the 
Record when they say (Br. pp. 10 and 19) that Standard 
“can be reached only in Delaware or New York.” 

This is dispositive when it is remembered that it is fun¬ 
damental that the Federal Courts are presumed to be with¬ 
out jurisdiction until the contrary is shown (Turner v. 
Bank of North America, 4 Dallas 8; Town of Lantana v. 
Hopper [C. C. A. 5], 102 F. [2d] 118; Equality Cleaner & 
Laundry v. Florida Dry Cleaning and Laundry Board 
[D. C. Fla.], 36 F. S. 705; In re Smith, 94 U. S. 455; Robert¬ 
son v. Cease, 97 U. S. 646; Grace v. American Cent. Insur¬ 
ance Co., 109 U. S. 278; Ward v. Morrow, 15 F. [2d] 660). 

It is now settled that, for the purpose of determining 
venue in the Federal Courts, corporations, such as Stand- 
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ard, are no longer to be considered as resident only in the 
State of their incorporation. Previous doubts upon this 
question were dissolved by the Supreme Court’s decision 
in Neirbo v. Bethlehem Ship Building Co., 308 U. S. 165, 
60 S. Ct. 153, so that now, corporations are no longer im¬ 
mune “from suit in the states of their activity.” Since the 
Neirbo case it has been held that suits under R. S. 4915 
would lie against corporations in States other than that of 
their incorporation (Vogel v. Crown Cork & Seal Co., 36 
F. Supp. 74). And see Nachod v. Automatic Signal Corp., 
32 F. Supp. 588, where the Court recognized the error in 
the majority opinion, 105 F. (2d) 981 (Judge Bailey agreed 
[App. 15] with the dissenting opinion). 

In this view it is now essential that, in order to give the 

I 

District of Columbia Courts jurisdiction in a suit subh as 
this, the Complaint allege facts sufficient to establish that a 


corporate defendant is not suable in the same state as 
defendants. 1 


other 


se of 


Such allegations are necessary to effect the purpos 
the Act of March 3, 1927. That Act represented a depar¬ 
ture from common right and custom (that a party can be 
sued only where he resides), and created a new procedure 
by which jurisdiction might be obtained where previously 
it could not have been obtained. Such being the character 
of the statute, it must be strictly construed. 2 Thus 


con- 


1 That Standard is probably suable in Texas is indicated by thp facts 
of which judicial notice is herein invoked. 

2 In Campbellsville Lumber Co. v. Hubbert, 112 F. 718, the Court of 
Appeals for the Sixth Circuit held: 

“An attentive consideration of the principle of statutory construc¬ 
tion here involved leads us to conclude that when a statute gives a 
new and unusual remedy, and directs how the right to the reipedy is 
to be acquired or enjoyed, and how it is to be enforced, tfae act 
should be strictly construed.” 

In the recognized authority, Sutherland on Statutory Construction, Vol. 
II, Section 567, page 1050, it is said: 

“All exceptional methods of obtaining jurisdiction by court over 
persons, natural or artificial, not found within the state mW be 
confined to the cases and be exercised in the precise way indicated 
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struing the Act of March 3, 1927, to extend only to those 
cases where jurisdiction of the “adverse parties’’ cannot 
otherwise be obtained (vide Coe v. Hobart Mfg. Co., 
supra), the Kecord fails to show that all the assumed ad¬ 
verse parties (arguendo including Standard) are not 
suable in Texas. 


CONCLUSION. 

We have not burdened this brief with specific counter¬ 
argument on the question of wiiether an exclusive licensee 
is an adverse or indispensable party in a case of this kind, 
or whether leave to amend should have been granted, be¬ 
cause: 

(1) Appellants’ concession, that jurisdiction depends on 
diversity of residence between Standard and Wayne, 
renders moot the question of wrhether the presence or ab¬ 
sence of Visco Products Company would affect the juris¬ 
dictional situation, and 

(2) Since Visco is licensed to do business in the South¬ 
ern District of Texas and does maintain its principal place 
of business there, it is immaterial for jurisdictional pur¬ 
poses here that it is a Delawrare corporation (Neirbo v. 
Bethlehem Shipbuilding Co., supra; Vogel v. Crown Cork 
& Seal Co., supra). 

We have demonstrated that the only “adverse parties” 
contemplated by the Act of March 3, 1927, are the plaintiff 
and the interest (be it sole or joint, corporate or natural) 
which received the award of priority in the Patent Office. 
Only when the prevailing application (or patent) is partly 

by the statutes. The jurisdiction and authority in such cases, like 
all jurisdiction and authority derived from and">dependeijt upon stat¬ 
utes, must be taken and accepted with all^the limitations and re¬ 
strictions the act creating it may impose. These restrictions and 
limitations the courts are bound to observe; they cannot be dis¬ 
pensed with, however much they may appear to embarrass or how¬ 
ever unnecessary they may seem to be in the administration of jus¬ 
tice in particular cases. The statute is in derogation of the common 
law, is an essential departure from the form and modes a court ordi¬ 
narily pursues, and must be strictly construed. • * * ” 
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owned by a person residing in one State and partly owned 
by a person residing in another State (or owned entirely 
or in part by a person residing in a foreign country) do 
the District of Columbia Courts have jurisdiction under 
the Act of March 3, 1927. Such part owners may be either 
coinventors or part assignees of the prevailing application 
or patent, but the District of Columbia Courts do not have 
jurisdiction where, as here, the prevailing inventor resides 
in Texas and has made no assignment whatever. It is 
unthinkable that the Congress should have intended to 
drag such an individual a thousand miles away from Ijiome 
to defend his award of priority. Such would be incon¬ 
sistent with the option given (R. S. 4911) the prevailing 
interferant to compel defeated interferants to proceed un¬ 
der R. S. 4915 rather than before the Court of Custom^ and 
Patent Appeals. 

The decree of the Court below, it is submitted, should be 
affirmed. 

Respectfully submitted, 
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points raised in the brief for appellee, Wayne, and also for 
correction of certain errors made in that brief, more par¬ 
ticularly in connection with certain cases cited therein. 
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APPELLEE’S COUNTERSTATEMENT OF THE CASE. 

Ayers is noted as having been a party to the interference 
as declared in the Patent Office. However, Ayers failed 
to prosecute the interference or to take any appeals within 
the Patent Office (App.* pp. 3, 4), as was requisite if he 
were to be considered a party in a subsequent action under 
K. S. Sec. 4915, as the statutes then standing required. In 
this connection, we note at this point that appellee has er¬ 
roneously quoted K. S. Sec. 4904, as applied to this case, on 
page 3 of his brief. 

Appellee, in paragraph 5 on page 2 of his brief, asks 
for “judicial notice” of certain “facts,” not pleaded in 
any way. These “facts” are merely assertions that De¬ 
velopment Co.** is connected in an undefined way with 
certain other corporations, some of which are in Texas. 
It is not suggested, nor is it pleaded, that Development Co. 
is a corporation “residing” in Texas. 

STATUTES. 

Appellee, p. 3, quotes R. S. Sec. 4904 as amended 
August (not October) 5, 1939, presumably to challenge 
the accuracy of appellants’ quotation of the same statute 
on page 6 of its brief. Appellee fails to quote the portion 
of the Act of August 5, 1939, affecting this case. We 
quote: 

Act of August 5, 1939, 53 Stat. 1212, Sec. 5: 

“Sec. 5. This Act [amending sections 4904, 4909, 
4911, and 4915 of the Revised Statutes (U. S. C., title 
35, secs. 52, 57, 59a, and 63)] shall take effect two 
months after its approval; but it shall not affect inter¬ 
ferences then pending, which may be heard and de- 


*(“App.” indicates the Appendix to Appellants* main Brief.) 
■••Standard Oil Development Co. 







cided and appeals and other proceedings taken under 
the statutes in force at the time of approval of this 
Act as if such statutes had not been amended.” 

The interference giving rise to this action was started 
July 30, 1936 and was pending when the Act of August 5, 
1939 was approved. Hence it was not controlled by the 
amended form of R. S. Sec. 4904 quoted in appellee’s brief, 
but by the earlier form of that statute, as quoted in our 
main brief, page 6. This can hardly have escaped the at¬ 
tention of appellee’s counsel, for Rule 143 of Patent Office 
Rules of Practice expressly states: 

“Interferences declared prior to October 5, 1939, 
will be governed by the statutes and rules in effect 
on August 4, 1939, with respect to appeals.” 

APPELLEE’S SUMMARY OF ARGUMENT. 

In the “Summary of Argument” on page 4 of his brief, 
appellee's first three points relate to the question: who 
are adverse parties in an action under R. S. Sec. 4915? 
Upon this question we are directly at issue and shall add 
to our main brief only the comments made necessary by 
certain misconstructions and erroneous statements of fact 
in connection with the references to cases cited in ap¬ 
pellee’s brief. 

As to appellee’s fourth point (D) we submit: 

1. Jurisdiction in the District Court for the District 
of Columbia under the Act of March 3, 1927, depenjds on 
diversity of residence of the “adverse parties” and De¬ 
velopment Co.’s residence is in Delaware. 

2. It is not necessary to plead in the bill that an adverse 
party, residing in one state, is not also suable in other 
states to establish jurisdiction under the Act of March 
3, 1927. 
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APPELLEE’S ARGUMENT AS TO ADVERSE PARTIES. 

Appellee, in his argument beginning page 7 and at vari¬ 
ous poiiits later in his brief, turns indiscriminately to 
definitions of “adverse” and of “adverse parties” in 
various connections for those which will suit his purpose. 
He overlooks the fact that we must look to R. S. Sec. 4915 
for the meaning of the term and that the Act of March 3. 
1927 is concerned only with venue in particular cases aris¬ 
ing under R. S. Sec. 4915. We can assume, we believe, that 
the quoted definitions are the best for his purposes that 
appellee has found. However, appellee has taken oppor¬ 
tunity of the many situations in which the term “adverse” 
may be applied to cite decisions in such a way as to result 
in a serious misunderstanding of their significance. 


One example is the citation of Collier <£ Son Co. v. Hart- 
feil, 0. C. A. 8, 72 F. (2d) 625, on page 7 of Wayne’s brief. 
There the Court did not hold that the party affected was 
not an “adverse party” for purposes of suit or juris¬ 
diction, as would appear from the carefully framed state¬ 
ment in the text of Wavne’s brief. On the contrarv, the 
party affected was a defendant in the case and at no time 
was it indicated that he was not properly so. The facts 
were these. 

Hartfeil was injured by a car driven by Mehrstedt and 
sued Mehrstedt and his alleged employer, the Collier com¬ 
pany. Mehrstedt, answering, admitted employment by the 
Collier company and denied negligence; the Collier com¬ 
pany, answering, denied Mehrstedt’s employment. The 
questions involved on the particular point cited in Wayne’s 
brief had to do with examination of the hostile witness 
under the Minnesota statutes. The Court said:* 


“The pleadings show that Mehrstedt admitted the 


•Emphasis ours throughout. 


o 


allegations of the plaintiff’s complaint to thje effect 
that he was employed by Collier; hence there was no 
issue on that point between the plaintiff anq Mehr- 
stedt. While the plaintiff had the right to call 
Mehrstedt for cross-examination under sectiop 9816, 
Mason’s Minnesota Statutes, 1927, he being a party 
to the record and there being an issue between ljim and 
the plaintiff to be tried, namely, whether the plaintiff’s 
injuries were due to his negligence, it was improper 
to permit her to cross-examine him as an advers^ party 
upon the issue of his employment by Collier, since, as 
to that issue, he teas not an adverse party. * * * In 
the controversy with Collier over the question of 
whether Mehrstedt was its employee, for whohe acts 
it was responsible, Mehrstedt and the plaintiff were 
on the same side of the case.” 

At the top of page 8, Wayne’s brief quotes in paijt from 
the case of the Eastern Oregon Land Co. v. Cole, 92 Fed. 
949, applying the definition of “adverse” there given to 
the question involved here; that is, of adverse parties for 
the determination of jurisdiction. This is completely er¬ 
roneous. The statement has to do instead with a definition 
of “adverse possession.” A fuller quotation from page 
952 of the decision is as follows: 

“It is objected to this instruction that it does not 
correctly define ‘ adverse possession Plaintiff con¬ 
tends that the jury should have been further in¬ 
structed that such possession, to be effective, must 
have been hostile, notorious, and under a claim or 
color of title. The court did instruct the jury that the 
possession must be ‘adverse.’ The word ‘adverse,’ 
as used in this connection, is a general term, and, in 
legal signification, involves the element of hostility 
under a claim or color of title; and this would be the 
reasonable and natural interpretation given to the in¬ 
struction by the jury.” T 

Continuing the argument, appellee’s brief, page 8, refers 
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to the situation as to parties on appeal. Such decisions are 
not applicable here. The question here involved is that of 
adverse parties in the original suit brought in the District 
Court. It is clearly recognized that any party, properly 
before the lower court, may, by failure to take proper 
action, lose his right to appeal; but what he does at that 
stage of the proceedings does not affect his position in the 
case tried in the lower court. As stated by Justice Holmes 
in Ilart v. Keith Vaudeville, 1922, 262 U. S. 271, 273; 67 L. 
Ed. 977, 979: 

“The jurisdiction of the district court is the only 
matter to be considered on this appeal. That is de¬ 
termined by the allegations of the bill; and usually, if 
the bill or declaration makes a claim that, if well 
founded, is within the jurisdiction of the court, it is 
within that jurisdiction, whether well founded or not 
(citing cases).” 

Even if the 4915 action brought in the lower court be re¬ 
garded as of the nature of an appellate proceeding, these 
decisions referred to in the footnote on page 8 of Wayne’s 
brief would have no application here. As shown by the 
admitted pleadings, Development Co. and its assignor. 
Cannon, appealed at every stage of the proceedings in the 
Patent Office and had done all things necessary to protect 
its rights to proceed by either alternative route permitted 
by the statutes; appeal to the Court of Customs and Patent 
Appeals or the bringing of an action under Sec. 4915. At 
all stages of the proceedings prior to appellants’ action 
under Sec. 4915, Development Co. and Cannon had as¬ 
serted that the invention of the counts in issue belonged 
to them. 

The second instance in which reference is made to the 
right to be considered a party on appeal, as distinguished 
from the question of adverse parties below, appears on 


page 19, where the Oregon case of Campbell et al. v. Walker 
et al., 2 P. (2d) 912, 137 Or. 375, is referred to. In that 
case, certain individuals that were parties in the case in 
the court below failed to take any exceptions and (thereby 
eliminated themselves from the appeal. No parallel ques¬ 
tion is involved here, where the primary question is whether 
Development Co. is or is not an adverse party under the 
statutes and therefore must be a party in the case below. 
We are not at all concerned with the question whether De¬ 
velopment Co. has, by its default, lost its position as a 
party in the appeal proceedings before this Court. 

In the brief for Wayne considerable space is devoted 
(pages 13 et seq.) to its proposition that Development Co. 
had no rights which entitle it to be regarded as an adverse 
party to appellants. In this, Wayne carefully avoids con¬ 
sideration of the situation as it was at the time the Bill 
of Complaint was filed, which determined the jurisdiction 
of the court below. We have pointed out fully in our 
original brief that Development Co. did have a standing 
as an adverse party and did have interests that must be 
considered at the time the Bill of Complaint was filed. 
Development Co.’s assignor, Cannon, had been a party in 
the interference as to every count or claim involved; he 
was an adverse party to appellants throughout the pro¬ 
ceedings in the Patent Office; and he had the same right 
to assert his position in an action under 4915 as did appel¬ 
lants. Development Co. and its assignor, Cannom were 
no mere spectators in the contest for a patent for the in¬ 
ventions described by the claims; they were activp par¬ 
ticipants in a three-cornered fight. 

i 

We wish to comment on the decisions referred to by 
Wayne in support of his position. 


The principles stated by this Court in Coe v. Hoba 


F. (2d) 270, 271 and by the Supreme Court in Minnesota v. 


rt, 102 
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Hitchcock, 185 U. S. 373, 387; 40 L. Hd. 954, 9G2, have no 
bearing upon the present situation. The former ease held 
that the Commissioner of Patents is not an “adverse” 
party in a suit under See. 4915 between parties who had 
been involved in a patent interference in the Patent Office, 
and could npt be made a formal party defendant merely for 
the purpose of bringing the suit within the jurisdiction of 
the District Court for the District of Columbia under the 
Act of 1927. 

Minnesota v. Hitchcock had to do with a controversy be¬ 
tween the State of Minnesota and Hitchcock as Secretary 
of Interior with respect to certain lands within an Indian 
Reservation and the questions involved were clearly statu¬ 
tory, as may be seen from that portion of the opinion im¬ 
mediately following the passage quoted by Wayne. They 
have no bearing here. 

Appellee refers also on page 15 to the case of Drackett v. 
Chamberlain, 81 F. (2d) 866, 867, but refrains from stating 
the circumstances of that case. It arose from a trade¬ 
mark opposition which had been sustained, not because of 
an interfering registration, but because the trade-mark ap¬ 
plication which was opposed was held to be descriptive. 
The situation was quite parallel to the dissolution of an 
interference on motion, in which case there is no right either 
to an inter partes appeal to the Court of Customs and Pat¬ 
ent Appeals or to an inter partes action under 4915, but 
only a right of ex parte appeal or of action against the 
Commissioner of Patents under Sec. 4915 after final re¬ 
jection of the application. In Drackett v. Chamberlain, the 
opposer was not even a rival claimant of the registration 
involved. And if he had been, only two parties were in¬ 
volved in the proceedings, so that no question as to juris¬ 
diction under the Act of March 3, 1927 could have arisen 
in the case. 






The Practice in Cases Arising from Three-Party 

Interferences. 

Appellee Wayne has, at several points in his brief, as¬ 
serted that the practice in actions under R. S. Sec. 4915 
arising from interferences involving three or more parties 
has been for the losers each to file individual suits against 
the winner in the jurisdiction in which the winner is; to be 
found. This is not so, and is not supported by the deci¬ 
sions cited. 

Appellee’s brief, page 12, refers to the case of Richards 
v. Meissner, 163 Fed. 957, as an instance of a threeLpartv 
interference in which the suit was filed by one loser against 
the winner. He is incorrect in this, because the third party 
Clements had failed to perfect his appeal at an Earlier 
stage of the proceedings, as will be evident from a reading 
of the case bearing the same title at 24 App. D. C. 305, 30S, 
referred to on page 19 of Wayne’s brief. Under the stat¬ 
utes as then worded, a direct appeal from the Patent Office 
to this Court was a prerequisite to a right to bring a 4915 
action and Clements had failed to perfect such an appeal 
to this Court. A similar situation appears in Langm uir et 
al. v. DeForest et al., C. C. A. 2, 18 F. (2d) 345. It arose 
from a three-partv interference in the Patent Office, but, as 
stated by the court, “by failing to appeal from an adverse 
decision of the Commissioner of Patents, Meissner, the third 
party forfeited all his rights therein (the issue of the in¬ 
terference).” 

On page 12 also, Wayne misstates the facts in the case 
of the United States v. DeF orest Radio et al., 18 F. (2d) 
338. That case involved a four-party interference. Sep¬ 
arate suits were not filed by each of the losers against the 
winning party, as stated by Wayne. On the contrary, as 
stated in the decision on page 339, the suit was instituted 
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by one of the losing parties against all the other parties 
to the interference, their assignees and licensees, and all 
answered. 

Since Wayne’s statement of facts in respect of the U. S. 
v. DeForest case is in error, his conclusions from that state¬ 
ment of facts are also in error. 

Contrary to the assertions of appellee, in every case in 
which three or more interferants have persisted in assert¬ 
ing their rights throughout the Patent Office proceedings, 
all have been regarded as adverse parties in a subsequent 
4915 action. 

The positions taken in Wayne’s brief, ignoring Develop¬ 
ment Co. and Cannon as adverse parties throughout the 
interference proceedings, are irreconcilable with the con¬ 
sidered views of the courts in Hazeltine v. White, 68 F. (2d) 
715, and Cleveland v. Nelson, 51 F. (2d) 276, cited in our 
main brief. Instead of meeting the views of the courts 
expressed in those cases, Wayne’s brief, on page 17, mis¬ 
states the “apparent rationale” of the Court of Appeals 
of the Second Circuit in Hazeltine v. White. Wayne says, 
in effect, that Hazeltine v. White was decided as it was 
because the third party “might sometime infringe the pat¬ 
ent.” An examination of the decision and of the quota¬ 
tions from it appearing on page 16 of our main brief will 
show that this statement of the reasons expressed by the 
Court is completely erroneous. 

Based upon its erroneous statement of the reasoning of 
the Second Circuit Court of Appeals in Hazeltine v. White, 
swpra, Wayne asserts, page 17, that the decision is con¬ 
trary to that of this Court in Coe v. Hobart . This is not 
true. In Coe v. Hobart there was an adverse party Cun¬ 
ningham, whose application had been in interference with 
the application assigned to Hobart. Cunningham was there- 
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fore the “adverse party” under Sec. 4915 whose re; 
determined the jurisdiction; and this Court held 
Commissioner, Coe, was not an “adverse party” 
the statute and could not be brought in merely to bri 
case within the jurisdiction of the District Court 
District of Columbia under the Act of 1927. 
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In Radtke Patents Corporation v. Coe, 74 App. D. 
122 F. (2d) 937, on the contrary, there was befoi)* 
Court a situation arising out of a three-party interf^ 
The suit was brought by American Tri-Ergon Co 
signee of one of the losing applicants, against the tw 
interfering parties, Radtke, who won the interference 
Whitson, who had also lost. The assignees of Radt 
Whitson resided in a plurality of districts not with) 
same State, and therefore the suit was brought, pr 
we submit, before the District Court of the Disti- 
Columbia. The Commissioner of Patents, Mr. 
also joined. This Court refused to dismiss the ap 
to the Commissioner of Patents (1. c. p. 955), beca 
was a proper, although not a necessary party. 
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Referring to that case, this Court said in Tomlinson of 
High Point v. Coe, 74 App. D. C. 364; 123 F. (2d) 65, 67: 

“We held recently in Radtke Patents Corp. v. Coe, 
that the Commissioner’s motion to be dismissed }n that 
case should be denied. We did so on the theory that 
he was a proper party, because the issue of invention 
and patentability was necessarily involved. In that 
case opposing parties were named, as such, in the com¬ 
plaint and, presumably, it was not necessary to serve 
a copy of the bill upon the Commissioner. Nevert tieless, 
he Avas a proper party.” 

Thus, in the Radtke case, this Court was well awaje that 
the jurisdiction of the District Court for the District of 
Columbia rested upon the diversity of residence pf the 
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two opposing parties in a thrcc-partv interference and not 
upon the inclusion of the Commissioner of Patents as a 
party defendant. Jurisdiction was properly found in the 
District Court of the District of Columbia under precisely 
the circumstances obtaining here. 

Nor does Cleveland Trust Co. v. Berry, 99 F. (2d) 517, 
cited in appellee’s brief, page 18, help his position. In 
the case below, as shown in Cleveland Trust Co. v. Nelson, 
51 F. (2d) 276, cited in our main brief, page 17, both oppos¬ 
ing parties in the interference were made parties. The 
suit was dismissed and, as shown by the heading of the 
case on appeal, at 99 F. (2d) 518, only the plaintiff appealed. 
The only significance of the failure of the Court of Appeals 
to refer to Nelson is that he failed to appeal. 

There is not a single decision cited by appellee which 
when exa!mined, controverts our position that in a 4915 
action arising from an interference in which there are three 
or more parties, each of the other parties to the inter¬ 
ference in the final proceedings in the Patent Office is an 
“adverse party” with respect to the party bringing the 
suit. As stated in Barrett Co. v. Ewing, C. C. A. 2, 1917, 
242 Fed. 506, in defining adverse parties under R. S. Sec. 
4915, (p. 509): 

“Under the statute, the Commissioner of Patents 
is not a necessary party to the proceedings. It pro¬ 
vides that the parties adversely interested in the appli¬ 
cation and who are opposing allowance of the patent 
(as parties to an interference proceeding) may he made 
parties defendant. And it requires that, ‘in all cases, 
where there is no opposing party a copy of the bill 
shall be served on the Commissioner.’ This implies 
that he need not be served if there be opposing parties 
who have been made defendants.” 

The Development Co. is no “sham” party. It and its 
assignor, Cannon, had maintained their positions through- 


I 
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out the Patent Office proceedings and were necessa 
verse parties here. 


rily ad- 


The Pleadings Are Adequate and the District Court of the 
District of Columbia Has Jurisdiction. 


In Wayne’s brief, pages 22 to 24, the adequacy 
showing made by plaintiff in the complaint to ves 


of the 
t juris¬ 


diction in the District Court of the District of Columbia is 
challenged, even admitting that Development Co. is! an ad¬ 
verse party. 

The Act of March 3, 1927, in so far as here invol ved, is 
concerned only with venue in particular cases arising under 
R. S. Sec. 4915. It makes diversitv of residence the d<btermi- 
nant of jurisdiction of the District Court of the Disirict of 
Columbia (see our main brief, p. 7). The requisite diversity 
of residence is pleaded in the complaint and is not denied. 
Wayne asserts, however, that it is not sufficient to allege 
facts showing such diversity of residence in die complaint, 
but that the complaint must also negative that the cor¬ 
porate defendant may be sued in the same state as Wayne, 
for the reason that the Federal Courts are presumed 


to be 

without jurisdiction until the contrary is shown. We Submit 
that appellee is wrong and that the pleadings are adequate. 

Of the cases referred to on page 22 of Wayne’s brief, each 
of the four Supreme Court eases turned upon t(ie in¬ 
adequacy of the pleadings to show the necessary requisites 
for jurisdiction either because of failure of the complaint 
or declaration to allege diverse citizenship of the parties, 
as distinguished from mere residence, or because of f ailure 
to state facts showing that jurisdiction arose under a par¬ 
ticular statute. In the three lower court cases cited, the 
complaints alleged the jurisdictional facts adequately, but 
they were denied in the pleadings, and after denial, they 
were not proved. The courts in these cases were following 
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essentially the doctrine laid down by the Supreme Court 
in McNutt v. General Motors Acceptance Corporation, 298 
U. S. 178; 80 L. Ed. 1135, in which the Supreme Court 
settled the question of the burden of proof when jurisdic¬ 
tional facts have been properly pleaded, but denied. In 
the present case, it is submitted that the facts necessary to 
show jurisdiction have been properly pleaded, including 
diversity of residence of the adverse parties (App. pp. 2, 
3). A perusal of the only pleading filed by defendant 
Wayne, the petition appearing on pages 9 to 11 of the same 
appendix, will show that there has been no denial whatso¬ 
ever of the jurisdictional facts. 

It is '^ell settled that, for the purpose of the pleadings, 
an adequate statement of facts to support jurisdiction 
makes a prima facie case. See Hart v. Keith Vaudeville, 
supra, quoted p. 6, above. As stated in Steigleder v. Mc- 
Questen , 1905, 198 TJ. S. 141, 142; 49 L. Ed. 986, 987: 

“The averment in the bill that the parties were 
citizens of different states was sufficient to make a 
prima facie case of jurisdiction, so far as it depended 
on citizenship. ” 

This principle has been consistently followed by the 
courts through the years and is, in fact, merely an applica¬ 
tion of the general principle that on a demurrer or a motion 
to dismiss on the pleadings, the facts alleged in the bill of 
complaint must be taken as true. 

Wayne makes the assertion in his brief (pp. 22, 23), un¬ 
supported in his pleadings, that Development Co. may be 
suable in the same state as Wayne as well as in Delaware 
and assumes that this would oust jurisdiction of the Dis¬ 
trict of Columbia courts under the Act of March 3,1927, and 
that therefore the complaint should negative the suability 
of Development Co. in Texas. He is in error in his as¬ 
sumption and also in his conclusion as to the requirements 


of pleading. It is well settled that if facts sufficient to 
establish jurisdiction are alleged, it is not necessary for 
the plaintiff, in a case such as this, to negative defenses. 
As stated in Baltimore & 0. R. Co. v. Doty, C. C. A. 6,1904, 
133 Fed. 866, 869: 

“Referring to the allegations of the petition above 
set forth, we see no reason for doubting that tl^ey em¬ 
body substantive facts which are prima facie sufficient 
to constitute a cause of action. It is not necessary 
that the plaintiff, in his petition, should negative de¬ 
fenses which the other party may advance, or should 
exclude his case from possible exceptions.” 

This Court in Lyons v. Liberty Nat. Bank, 1933, 62 App. 
D. C. 204: 65 F. (2d) 837, 838, said: 

“For it is not necessary that the plaintiff should 
anticipate and negative matters of defense or lhatters 
which should come more properly from the oth^r side, 
which, as Hale said, ‘ is leaping before one cojmes to 
the stile/ and it is sufficient that each pleading should 
in itself contain a good prima facie case without ref¬ 
erence to possible objections not yet urged (citing 
cases).” 

Wayne’s proposition that jurisdiction of the district 
Court of the District of Columbia is ousted if Develop¬ 
ment Co. is suable in Texas is, we submit, entirely in error. 
It is based upon an erroneous interpretation of tjhe de¬ 
cision of the Supreme Court in Neirbo v. Bethlehem Ship 
Building Co., 308 U. S. 165; 84 L. Ed. 167. In th^t case 
the Supreme Court held that a corporation, by appointing 
an agent for service of process in a State (New Yorl^), out- 
side its residence had consented “to be^Hatt in the courts 
of New York, Federal as well as State.” In this t)ie Su¬ 
preme Court followed as to the present form of the Statute 
involved the principle laid down as to an earlier form! of the 
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same law in the Schollenberger case, 96 U. S. 369; 24 L. Ed. 
853, which in turn followed and quoted Baltimore <£ Ohio 
R. R. Co. v. Harris, 12 Wall. 65; 20 L. Ed. 354. In that case 
it was very clearly pointed out that the principle did not 
involve a change in residence or citizenship of a cor¬ 
poration, but only consent to be sued. The Court said at 
page 376: 

“It (a corporation) cannot migrate, but may exercise 
its authority in a foreign territory upon such condi¬ 
tions as may be prescribed by the law of the place. One 
of these conditions may be that it shall consent to be 
sued there.” 

In the Neirbo case also, the Supreme Court was careful 
to limit the scope of its decision to the matter of consent 
to be sued. It said at 308 U. S., page 175: 

“In finding an actual consent by Bethlehem to be 
sued in the courts of New York, federal as well as state, 
we are not subjecting federal procedure to the require¬ 
ments of New York law.” 

The Act of March 3, 1927 gives the District Court for 
the District of Columbia jurisdiction when there are “ad¬ 
verse parties residing in a plurality of districts not em¬ 
braced within the same state.” It establishes venue on 
the basis of diversity of residence, and is not voided by 
a mere possibility that an adverse party is also suable 
elsewhere. As to a corporation, the place of its residence 
is well settled. As stated in Baltimore & Ohio R. R. Co. v. 
Harris, supra, “It (a corporation) cannot migrate.” 

In Ward v. Southern Sand (£ Gravel Co., D. C., M. D. 
N. Car., 33 F. (2d) 773, 775, the Court said: 

“A corporation can have no legal existence outside 
of the boundaries of the sovereign by which it is cre¬ 
ated. It has its domicile in the state which created it, 
and it cannot acquire a domicile in another state, al¬ 
though it may have an office and do business there. 
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Lafayette Ins. Co. v. French, 18 How. 404, 15 


L. Ed. 


451; Germania F. Insurance Co. v. Francis, ll Wall. 
210, 20 L. Ed. 77. And for the same reason a corpo¬ 
ration cannot be a resident of another state than that 
in which it is created. Such is the uniform construction 
of statutes in which the term ‘resident’ or ‘n(j>n-resi- 
dent’ is used, where the question is presented Whether 
a foreign corporation is included in the term. See cases 
cited in Clark on Corporations (2d Ed.) p. 67. It 
cannot change its residence, but must dwell and 
have its sole legal existence and home in the state 
where it is chartered. In re Schollenberger, 96 U. S. 
369, 24 L. Ed. 853. It may be allowed to transact 
business outside of the home state, but it doles not 
by doing so acquire a residence elsewhere. Germania 
F. Insurance Co. v. Francis, supra. See Martin v. 
B. & 0. R. R. Co., 151 U. S. 673, 14 S. Ct. 533. 38 L. 
Ed. 311. See other authorities cited in note in 18 
A. L. R. page 135.” 

In Babcock & Wilcox Co. v. Spaulding, C. A. A. 1, 1936, 
86 F. (2d) 256, 258, the Court said: 

“A corporation ‘cannot migrate.’ Baltimore & 0. 
Railroad Company v. Harris, 12 Wall. 65, 81, 20 L. Ed. 
354. It is generally held in this country, and particu¬ 
larly in the federal courts, that a corporationresi¬ 
dence is in the state of its incorporation ‘and can be 
nowhere else.’ ” 

Development Co. is incorporated in Delaware. It i^ quite 
clear that its residence is in Delaware irrespective of 
whether or not it has consented to be sued elsewhere. We 
stated in our main brief that Development Co. may also be 
sued in New York. However, we wish to point out that 
this is not determinative of the jurisdiction of the District 
Court of the District of Columbia in any way, since it is 
clearly determined under the statute by the residence of 
Development Co., which is in Delaware, as pleaded 


We were, however, in error in stating that whether 


Products Company were or were not made a party would 


Visco 
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not bear upon the jurisdiction of the court if Development 
Co. were not properly an “adverse party.” As pleaded 
by counsel for Wayne in his petition (App. p. 9) and in our 
proposed amendment to the bill of complaint (App. p. 14), 
Visco Products Company is organized in and therefore re¬ 
sides in Delaware, irrespective of the fact that it also does 
business in Texas. Consequently, even if the only “ad¬ 
verse” parties are Wayne and his exclusive licensee, 
Visco Products Company, they “reside” in different states 
and therefore the District Court of the District of Colum¬ 
bia has jurisdiction. The fact that both are suable in 
Texas does not make Federal procedure subject in this 
case to the Texas law which may require Visco Products 
Company to consent to be sued in Texas. 

We submit therefore that the diversity of residence 
requisite for jurisdiction of the District Court under the 
Act of March 3,1927 is adequately pleaded. 

CONCLUSION. 

It is submitted that the position taken by appellee, Wayne 
in his brief are erroneous and that the decree of the Court 
below should be reversed. 
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